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THE UNITED STATES DISTRICT COURT 

FOR THE WESTERN DISTRICT OF TENNESSEE 

WESTERN DISTRICT 

 

 
ST. JUDE CHILDREN’S RESEARCH HOSPITAL, INC.                                         PLAINTIFF 
 
v. Civil Action No. __________ 
 
THE TRUSTEES OF THE UNIVERSITY OF 
PENNSYLVANIA                    DEFENDANT 
 

             
COMPLAINT 

 

 
(Jury Trial Demanded) 

Plaintiff St. Jude Children’s Research Hospital, Inc. (“St. Jude”), for its Complaint 

against Defendant The Trustees of The University of Pennsylvania (“Penn”), states as follows: 

JURISDICTION AND VENUE 

1. This case is a civil action between citizens of different States where the amount in 

controversy exceeds the sum or value of $75,000, exclusive of interest and costs. 

2. St. Jude seeks monetary damages herein in an amount in excess of $75,000, 

exclusive of interest and costs.   

3. Further, the Material Transfer Agreements, explained in more detail below in this 

Complaint, involve Materials that cost in excess of $75,000 to develop.  Accordingly, this Court 

has subject matter jurisdiction under 28 U.S.C. § 1332. 

4. Penn has conducted business in the State of Tennessee, including, but not limited 

to, entering into approximately 68 Material Transfer Agreements with St. Jude.  This Action 

arises from two such Material Transfer Agreements entered into by Penn and Dr. Carl H. June, 

M.D. (“Dr. June”). 

5. Additionally, Penn actively recruits potential students from within the State of 
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Tennessee, not only with promotional materials and communications purposefully sent into this 

state, but also with Penn-sponsored events in Tennessee, attended by Penn officials.   

6. Penn has purposefully availed itself of the privilege of acting in Tennessee and 

has caused and is causing consequences within the State of Tennessee. 

7. The exercise of personal jurisdiction over Penn satisfies the Due Process Clause 

of the Fourteenth Amendment to the United States Constitution. 

8. This Court has personal jurisdiction over Penn pursuant to Tennessee’s long-arm 

statute, Tenn. Code Ann. § 20-2-214.   

9. Venue is proper in this Court pursuant to 28 U.S.C. § 1391 because a substantial 

part of the events or omissions giving rise to this Action occurred in this judicial district. 

THE PARTIES 

10. Plaintiff St. Jude is a non-profit corporation duly organized under the laws of the 

State of Tennessee with its principal place of business in Shelby County, Tennessee.  St. Jude is 

therefore a citizen solely of the State of Tennessee. 

11. Penn is a non-profit corporation organized under the laws of the Commonwealth 

of Pennsylvania with its principal place of business in the Commonwealth of Pennsylvania.  

Penn is therefore a citizen solely of the Commonwealth of Pennsylvania. 

12. According to the records of the Pennsylvania Department of State, Penn may be 

served with process at its registered office located at 3451 Walnut St., Room 737 the Franklin 

Building, Office of VP for Finance and Treasurer, Philadelphia PA 19104.   

FACTS 

13. St. Jude is a world-class research hospital treating children with cancer and other 

catastrophic diseases.  It is the first and only National Cancer Institute-designated 

Comprehensive Cancer Center devoted solely to children.  St. Jude is the only pediatric cancer 
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research center in the United States where no family ever pays for treatment not covered by 

insurance.  No child is ever denied treatment because of a family’s inability to pay. 

14. St. Jude attracts world-class researchers and medical personnel to work at its 

facilities.  St. Jude is committed to protecting such individuals’ research and scientific 

reputations, a commitment that comprises a significant component of St. Jude’s continuing 

ability to attract and retain world-class physicians and scientists.  

15. St. Jude collaborates with other institutions but, when doing so, takes appropriate 

steps to protect its proprietary and reputational interests.  These steps include, but are not limited 

to, the policy and practice of entering into Material Transfer Agreements, such as those at issue 

in this case. 

16. B-cell leukemias are cancers of the immune system that result when a particular 

type of immune cell, the B-cell, starts growing and dividing uncontrollably.  There are different 

types of B-cell leukemias.  Almost all B-cell leukemias are caused by cells that have a molecule 

on their surface called “CD19.”  Researchers have attempted for many years to attack B-cell 

leukemia cells by making drugs that recognize the CD19 molecule on the surface of B-cells.   

17. In furtherance of St. Jude’s research mission, one of its researchers, Dr. Dario 

Campana, MD, PhD (“Dr. Campana”) made the anti-CD19-BBζ chimeric T-Cell receptor 

construct (referred to as the “Receptor”).    

18. The Receptor is a molecule that can be put on the surface of a normal immune T-

cell, causing it to recognize and attack B-cells that have the CD19 molecule on their surface.   

19. The Receptor is an important building block for genetic modulation of cells used 

for cellular therapies to treat cancer, an alternative to the use of drugs and an area that the 

scientific community has been working on for years with limited success.  
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20. The Receptor stimulates T-cells to proliferate so that more cancerous cells can be 

killed.  The Receptor can be modified to target other cancer cells. 

21. In December of 2003, Dr. June of Penn requested that Dr. Campana provide him 

the Receptor and suggested a collaboration involving use of the Receptor. 

22. As a result of Dr. June’s request to Dr. Campana, St. Jude entered into two 

agreements with Penn and Dr. June relating to the Receptor: (a) Collaboration and Materials 

Transfer Agreement dated December 10, 2003 (the “2003 Agreement” attached hereto as Ex. A) 

and (b) Materials Transfer Agreement dated October 2, 2007 (the “2007 Agreement” attached 

hereto as Ex. B).   

23. Both the 2003 and 2007 Agreements were entered into for the express purpose of 

ensuring that St. Jude’s proprietary and reputational interests in the Receptor were protected.  

The Receptor was provided to Penn and Dr. June by St. Jude shortly after the 2003 Agreement 

was fully executed. 

24. Under both Agreements, St. Jude agreed to allow Penn and Dr. June to use the 

Receptor for limited purposes.   

25. The Receptor was identified in the 2003 Agreement as the “anti-CD19-BBζ 

chimeric T-Cell receptor construct” (Ex. A ¶ 1) and in the 2007 Agreement as the “anti-CD19-

BBζ chimeric receptor construct.” (Ex. B ¶ 1).  

26. Both Agreements define “Material” and/or “Materials” (collectively “Materials”) 

as the Receptor together with any progeny, portions, unmodified derivatives and any 

accompanying know-how or data. (Ex. A ¶1; Ex. B ¶1). 

27. The 2003 Agreement was executed by Dr. June on December 16, 2003 and by 

Timothy J. Raynor, Director of the Intellectual Property Center for Technology Transfer at Penn, 
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on December 17, 2003.   

28. The 2003 Agreement provides that the Materials “may not be transferred or taken 

to any other laboratory or made available to any other person or third party, but [are] to remain 

under the immediate and direct control of [Dr. June].”  (Ex. A ¶ 2). 

29. The 2003 Agreement states that the Materials will only be used in pre-clinical 

studies and that the Materials may not be used in humans.  (Ex. A ¶¶ 3-4). 

30. The 2003 Agreement further states that “any publications that result from the 

collaborative research study between St. Jude and [Dr. June] using the Material will be jointly 

published in accordance with academic standards.”  (Ex. A ¶ 6). 

31. The 2003 Agreement further states, “the transfer of the Material grants to [Penn] 

no rights in the Material other than those specifically set forth in the Agreement.”  (Ex. A ¶ 7). 

32. The 2003 Agreement prohibits Penn from using the Materials for any commercial 

purpose (Ex. A ¶ 4) and further prohibits Penn from commercializing any product that contains 

the Materials without the prior written approval of St. Jude. (Ex. A ¶ 8).   

33. The 2003 Agreement provides that Penn may file patent applications claiming 

inventions through use of the Materials, but requires Penn “to notify St. Jude within sixty (60) 

days of filing any patent application which claims subject matter that contains or incorporates the 

Material or which claims a method of manufacture or use of the Material.”  (Ex. A ¶ 8). 

34. Notwithstanding the clear language of Paragraphs 3 and 4 of the 2003 Agreement 

expressly limiting use of the Materials to pre-clinical studies and prohibiting the Materials for 

use with humans, Dr. Campana later learned that Penn, through Dr. June, was recruiting patients 

for a human clinical trial using the Materials. 

35. Even though Dr. June’s proposed clinical trial would have constituted a clear 
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breach of the 2003 Agreement, St. Jude agreed to allow Penn to proceed with the clinical trial 

subject to conditions outlined in contemporaneous e-mail exchanges between St. Jude and Penn.  

The execution of the 2007 Agreement was an accommodation to Penn to allow Dr. June to 

proceed with his proposed clinical trial.  (Ex. B ¶ 3).  Inter alia, the execution of the 2007 

Agreement was conditioned explicitly upon Penn’s written agreement to abide by the other terms 

of the 2003 Agreement.  (A copy of the February 8, 2007 email from Shawn Hawkins at St. Jude 

to Dr. Kurt Schwinghammer at Penn is attached hereto as Ex. C).   

36. Neither party has exercised its respective right to terminate the 2003 Agreement.  

(Ex. A ¶ 7). 

37. The 2007 Agreement was executed by Dr. June on February 5, 2008 and Dr. 

Edward Pieters, Associate Director of Research Agreement in the Office of Research Services at 

Penn, on February 8, 2008.  (Ex. B). 

38. The 2007 Agreement does not contain an integration clause, nor does the 2007 

Agreement in any way refer to superseding, cancelling, terminating, or otherwise affecting the 

ongoing viability of the 2003 Agreement. 

39. Similar to the 2003 Agreement, the 2007 Agreement states that the Materials 

“may not be taken or sent to another institution without permission from St. Jude.”  (Ex. B ¶ 3). 

40. The 2007 Agreement states that Penn “agrees to provide St. Jude with a copy of 

any publication that contains experimental results obtained from use of the Materials, and will 

acknowledge St. Jude as the source of the Materials” and Penn “shall not publish or disclose the 

results of such research using the Materials without submitting the proposed publication or 

disclosure to St. Jude at least thirty (30) days prior to the submission for publication or 

disclosure.”  (Ex. B ¶¶ 4-5). 
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41. The 2007 Agreement expressly acknowledges St. Jude’s ownership of the 

Materials. (Ex. B ¶ 5).   

42. The 2007 Agreement also prohibits Penn from providing the Materials to a 

commercial entity or using the Materials in research that is subject to a consulting or licensing 

obligation to another party without the express written consent of St. Jude.  (Ex. B ¶ 3). 

43. The 2007 Agreement further provides that if Penn “files a patent application or 

commercializes a product which contains a portion of the Materials, is derived from the 

Materials, or which could not have been produced but for the use of the Materials, [Penn] agrees 

to contact St. Jude to determine ownership interests, if any, St. Jude may have in such patent 

application or commercial product.”  (Ex. B ¶ 5).  

44. St. Jude may terminate the 2007 Agreement if Penn breaches any term and fails to 

cure such breach within thirty days after written notice by St. Jude. (Ex. B ¶ 10).  

45. If St. Jude terminates the 2007 Agreement, Penn must immediately cease use of 

the Materials and return all Materials to St. Jude.  (Ex. B ¶ 10).   

46. No right of termination exists for Penn under the 2007 Agreement.   

47. St. Jude does not intend to terminate either the 2003 Agreement or the 2007 

Agreement because doing so might delay significant developments in cancer research to the 

detriment of cancer patients.  Penn has putatively terminated the 2007 Agreement even though 

under the 2007 Agreement Penn possesses no such right of termination. 

48. On August 10, 2011, Science Translational Medicine published an article by Dr. 

June and others titled “T Cells With Chimeric Antigen Receptors Have Potent Antitumor Effects 

and Can Establish Memory in Patients With Advanced Leukemia,” Vol. 3 Issue 95 95ra73 

(“STM Article”) (attached hereto as Ex. D).   
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49. Contrary to the requirements of the 2003 and 2007 Agreements, the STM Article 

was not submitted to St. Jude for approval, and Penn and Dr. June failed to acknowledge that St. 

Jude was the source of the Materials referenced in the STM Article.   

50. Such failures and omissions are material breaches of the 2003 and 2007 

Agreements.  

51. The STM Article states in a footnote that Dr. June and Dr. David L. Porter have 

filed a patent application, E61/421,470, “Composition and methods for treatment of chronic 

lymphocytic leukemia,” based on the CART19 cell.  (Ex. D at n. 42).   

52. Despite its obligations in the 2003 Agreement and 2007 Agreement, St. Jude did 

not receive notice from Penn that it had filed any patent application claiming subject matter that 

contains or incorporates the Materials.  (Ex. A ¶ 8; Ex. B ¶ 5).   

53. Such omissions and inactions are material breaches of the 2003 and 2007 

Agreements. 

54. On August 25, 2011, The New England Journal of Medicine published an article 

by Dr. June and others titled “Chimeric Antigen Receptor–Modified T Cells in Chronic 

Lymphoid Leukemia,” 365:725-733 (“NEJM Article”) (attached hereto as Ex. E).   

55. Contrary to the requirements of the 2003 and 2007 Agreements, the NEJM Article 

was not submitted to St. Jude for approval, and Dr. June and Penn failed to acknowledge that St. 

Jude was the source of the Materials referenced in the NEJM Article.  

56. Such omissions and inactions were material breaches of the 2003 and 2007 

Agreements.   

57. Although Penn has contended that a footnote citation to a previous article co-

authored by Dr. Campana is an “acknowledgement” that complies with the 2003 and 2007 
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Agreements, such alleged “acknowledgement” does not comply with medical and scientific 

research custom and practice, fails to credit Dr. Campana and St. Jude properly, and in no way 

mitigates Penn’s material breach of the acknowledgement requirements of the Agreements.  

Neither St. Jude nor Dr. Campana are acknowledged or identified in the acknowledgement at the 

end of the STM Article or the NEJM Article. 

58. The Website for The New England Journal of Medicine states that 86 articles 

have cited to the NEJM Article as of July 11, 2012.  (A PDF copy of the website is attached 

hereto as Ex. F, pursuant to Local Rule 7.2(i)).  

59. The STM and NEJM Articles report the first time insertion of the Receptor into a 

patient’s own T-cells and successful use of these genetically modified T-cells to attack and kill 

chronic lymphoid leukemia cells in the patient’s body.  The breakthrough research in the STM 

and NEJM Articles garnered national news coverage in popular non-scientific media outlets.  

See, e.g., CBS News report at http://www.youtube.com/watch?v=-cR6ZCtYo_s.   

60. As set forth above, the 2003 and 2007 Agreements collectively prohibit the 

commercialization of the Materials without the consent of, and prior written notice to, St. Jude.  

Without limitation, paragraph 3 of the 2007 Agreement provides in part that “(i) the Materials 

may not be taken or sent to another institution without written permission from St. Jude and (ii) 

the Materials may not be provided to a commercial entity, and may not be used in research that is 

subject to consulting or licensing obligations to another party (other than those obligations 

imposed upon grantee institutions of the U.S. government) without express written consent by St. 

Jude.” 

61. After publication of the STM and NEJM Articles, St. Jude was contacted by 

Kleiner Perkins, a world-leading venture capital firm, inquiring about St. Jude’s proprietary 
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rights in the Materials. 

62. Upon information and belief, St. Jude alleges that Penn is discussing or has 

discussed with Kleiner Perkins commercialization of the Materials, in violation of the 2003 and 

2007 Agreements. 

63. Upon information and belief, St. Jude alleges that Penn has distributed the 

Materials to one or more academic research institutions without obtaining St. Jude’s permission.  

64. Prior to filing this Action, St. Jude made extensive efforts to have Dr. June and 

Penn remediate their breaches.   

65. Despite St. Jude’s written notices and other communications, Dr. June and Penn 

have refused to remediate their breaches and have refused to provide St. Jude any assurance that 

Dr. June and Penn will not continue their course of wrongful conduct.  Instead, Penn stated that it 

wished to terminate the 2007 Agreement, despite having no right under the 2007 Agreement to 

terminate. 

COUNT I – BREACH OF CONTRACT 

66. St. Jude hereby re-alleges the averments set forth in the preceding paragraphs of 

this Complaint. 

67. St. Jude, Dr. June and Penn entered into two enforceable contracts – the 2003 

Agreement and the 2007 Agreement. 

68. On information and belief, Penn is vicariously liable for the acts and omissions of 

Dr. June under the doctrines of respondeat superior, principal and servant, co-adventurer, agency 

and/or joint venture. 

69. The acts and omissions of Dr. June and Penn constitute material uncured breaches 

of both the 2003 Agreement and 2007 Agreement. 
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70. Dr. June and Penn have failed to cure their material breaches of the 2003 

Agreement and 2007 Agreement.  

71. The acts of Dr. June and Penn have caused and will continue to cause St. Jude 

consequent and proximate injury. 

72. St. Jude is suffering immediate and irreparable injury as a result of Dr. June and 

Penn’s breaches of the 2003 Agreement and 2007 Agreement.  

73. If Penn’s conduct is not preliminarily and permanently enjoined by this Court, St. 

Jude will continue to be harmed. 

74. St. Jude has no adequate remedy at law. 

75. There is a substantial likelihood that St. Jude will prevail on the merits of this 

Action against Penn. 

76. There is a substantial threat that St. Jude will suffer irreparable injury if the 

preliminary injunction is denied. 

77. The threatened injury to St. Jude outweighs any putative threatened injury to 

Penn. 

78. Granting the injunctive relief St. Jude seeks will not disserve the public interest. 

79. St. Jude is entitled to an Order or Injunction of specific performance, directing 

Penn to specifically perform the 2003 Agreement and 2007 Agreement. 

80. On information and belief formed through communications with Kleiner Perkins,  

Dr. June and Penn intend to commercially develop or  exploit the Materials.   

81. If Dr. June and Penn commercially develop or exploit the Materials, their actions 

and omissions will deprive St. Jude of substantial income to which it is legally and equitably 

entitled, for the reasons pled herein. 
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82. On information and belief, Dr. June’s and Penn’s past and current actions, 

inactions and omissions, as well as their likely intentions, represent an attempt to obtain legal 

title to the Materials in violation of their duties to St. Jude and in violation of the 2003 and 2007 

Agreements. 

83. On information and belief, Dr. June’s and Penn’s past and current actions, 

inactions and omissions, as well as their likely intentions, represent an attempt to obtain legal 

title to the Materials by inequitable and unlawful means. 

84. On information and belief, Dr. June’s and Penn’s past and current actions, 

inactions and omissions, as well as their likely intentions, represent an attempt to obtain legal 

title to the Materials with notice of St. Jude’s rights of entitlement to the benefits of the 

Materials. 

85. Penn’s actions and omissions have been intentional, malicious and/or reckless.  

Accordingly, St. Jude is entitled to an award of punitive damages against Penn.  

 

PRAYER FOR RELIEF 

AND AD DAMNUM 

WHEREFORE, St. Jude demands judgment from and against Penn, as follows: 

(1)  A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
of Specific performance of the 2003 Agreement and 2007 Agreement; 

(2)  A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering the submission of the following for publication in The New England 

Journal of Medicine by Penn: 

“Dr. Dario Campana and St. Jude Children’s Research Hospital designed 
and provided the  chimeric antigen receptor used in the studies described 
in the manuscript entitled, “Chimeric Antigen Receptor-Modified T Cells 

in Chronic Lymphoid Leukemia” (N Engl J Med 8: 725-733 (2011)). We 
regret the inadvertent omission of an acknowledgement expressing our 
gratitude to Dr. Campana and St. Jude in the print version of that 
article[;]”  

(3) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering the submission of the following for publication in Science Translational 
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Medicine by Penn: 

“Dr. Dario Campana and St. Jude Children’s Research Hospital designed 
and provided the chimeric antigen receptor used in the studies described in 
the manuscript entitled, “T Cells With Chimeric Antigen Receptors Have 

Potent Antitumor Effects and Can Establish Memory in Patients With 

Advanced Leukemia” (Science Translational Medicine, Vol. 3 Issue 95 
95ra73 (2011)). We regret the inadvertent omission of an 
acknowledgement expressing our gratitude to Dr. Campana and St. Jude in 
that article[;]”  

(4) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering that all future publications and public disclosures that report a study 
involving the use of the chimeric antigen receptor (“CAR”) or CAR coding 
sequence designed and provided by Dr. Campana, including the plasmid 
described in N Engl J Med 8: 725-733 (2011), as well as any CAR or CAR coding 
sequence that contains minor changes that do not substantially change the CAR’s 
function, shall include this acknowledgement: “The chimeric antigen receptor 
used in this study was designed and provided by Dr. Dario Campana and St. Jude 
Children’s Research Hospital[;]”   

(5) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering Penn to utilize a Joint Materials Transfer Agreement (“Joint MTA”) 
covering the distribution of materials that contain the CAR or CAR coding 
sequence designed and provided by Dr. Campana, including the plasmid 
described in N Engl J Med 8: 725-733 (2011), as well as any CAR or CAR coding 
sequence that contains minor changes that do not substantially change the CAR’s 
function, to other academics for research purposes; 

(6) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering Penn not to enter into any agreement, without St. Jude’s prior written 
approval, involving the commercialization or exploitation of any Materials that 
contain the CAR or CAR coding sequence designed and provided by Dr. 
Campana, including the plasmid described in N Engl J Med 8: 725-733 (2011), as 
well as any CAR or CAR coding sequence that contains minor changes that do 
not substantially change the CAR’s function;   

(7) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering Penn to provide St. Jude a list of everyone to whom Penn or Dr. June 
have distributed the CAR or CAR coding sequence designed and provided by Dr. 
Campana, including the plasmid described in N Engl J Med 8: 725-733 (2011), as 
well as any CAR or CAR coding sequence that contains minor changes that do 
not substantially change the CAR’s function, and demand that each distributee 
execute a Joint MTA with St. Jude or immediately terminate their use of what was 
distributed to them; 

(8) A Preliminary Injunction, as well as a Final Judgment and Permanent Injunction 
ordering Penn to provide St. Jude a copy of all patent applications for inventions 
containing the CAR or CAR coding sequence designed and provided by Dr. 
Campana, including the plasmid described in N Engl J Med 8: 725-733 (2011), as 
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well as any CAR or CAR coding sequence that contains minor changes that do 
not substantially change the CAR’s function and/or that could not have been 
produced without the use of the Materials;  

(9) The award of such actual, compensatory  and punitive damages as to which St. 
Jude may prove its entitlement, but in an amount greater than $75,000, exclusive 
of interest and costs; 

(10) The imposition of a constructive trust and/or legal or equitable lien on the 
Materials, and any construct, progeny, portions, replications or derivatives of the 
Materials, so as to ensure St. Jude receives such remuneration in the future to 
which it is entitled; and 

(11) Such further, alternative, different or additional legal and/or equitable relief as 
may be appropriate under the premises. 

 Respectfully submitted, this the 11th day of July, 2012. 

s/ Eric E. Hudson_______________  
Eric E. Hudson (TN Bar No. 22851) 
Amy M. Pepke (TN Bar No. 18174) 
BUTLER, SNOW, O’MARA, STEVENS & CANNADA, PLLC 
6075 Poplar Avenue – 5th Floor 
Crescent Center 
Memphis, Tennessee  38119 
(901) 680-7200 
eric.hudson@butlersnow.com 
amy.pepke@butlersnow.com 

 
COUNSEL FOR PLAINTIFF ST. JUDE CHILDREN’S RESEARCH HOSPITAL, INC. 
 
Memphis 2646417v1 
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1 

INTRODUCTION AND SUMMARY 

This case arises directly out of two written material transfer agreements (the “2003 

MTA” and the “2007 MTA”) between defendant Trustees of the University of Pennsylvania 

(“Penn”) and plaintiff St. Jude Children’s Research Hospital, Inc., a Tennessee nonprofit 

corporation (“St. Jude”).  Penn has breached the two agreements and caused untold harm to St. 

Jude in Tennessee.  Over two decades, Penn has continuously and systematically initiated 73 

ongoing material transfer agreements with St. Jude under which Penn assumed obligations to St. 

Jude that continue to this day.  See Exhibit E (graphic displaying overlapping timelines of 

agreements).  Penn has also entered into dozens of similar agreements with at least two other 

Tennessee resident organizations.  Yet, Penn moves to dismiss this action for lack of personal 

jurisdiction or, alternatively, to transfer it to Philadelphia, where Penn is based.   

Penn’s motions should be denied.  The reach of this Court’s jurisdiction in this diversity 

case is governed by Tennessee’s long-arm statute, which extends “to the full extent permitted by 

the Due Process Clause of the Constitution.” E.g., Duncan-Williams, Inc. v. Capstone Devel., 

LLC, 2010 WL 2710400 at *5 (W.D. Tenn. 2010) (citing Masada Inv. Corp. v. Allen, 697 

S.W.2d 332, 334 (Tenn. 1985)).  Penn’s heavy reliance on case law applying Ohio’s long-arm 

statute, which “does not extend to the constitutional limits of the Due Process Clause,” corrupts 

the foundation of its argument.  See Calphalon Corp. v. Rowlette, 228 F.3d 718, 721 (6th Cir. 

2000) (applying Ohio’s long-arm statute).  Under the appropriate law, jurisdiction exists where 

either the subject matter of the lawsuit arises out of or is related to the defendant's contact with 

the forum state, or where a defendant's “continuous and systematic” contacts with the forum state 

render that defendant amenable to suit.  Brunner v. Hampson, 441 F.3d 457, 463 (6th Cir. 2006).   

The 2003 and 2007 MTAs were executed because Penn specifically sought to obtain, and 

to collaborate with St. Jude on research involving, a biological material proprietary to St. Jude 

called a “chimeric antigen receptor” (“Receptor”).  The Receptor is a molecule that enables a 

human immune cell to identify and attack a leukemic cancer cell.  The Receptor was constructed 
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entirely in a research laboratory at St. Jude in the early 2000s by Dr. Dario Campana and his 

staff, all of whom were St. Jude employees working at St. Jude in Memphis, Tennessee, where 

St. Jude’s only campus is located.  In exchange for the Receptor, Penn agreed that legal title to 

the Receptor remained with St. Jude and voluntarily assumed strict obligations directed at 

protecting St. Jude’s proprietary and commercial interests in Tennessee:  Penn agreed never to 

transfer the Receptor to anyone else, always to acknowledge the Receptor as St. Jude’s in 

publications, and never to commercialize the Receptor without St. Jude’s consent.  However, 

Penn has breached the MTAs by hawking the Receptor as its own in recent scientific and other 

publications, and by commercializing the Receptor without St. Jude’s consent.  See St. Jude’s 

Complaint (“Complaint”) ¶¶ 48-57, 60-63.  Penn’s breaches have injured St. Jude by depriving it 

not only of justly deserved publication credit and standing for developing the Receptor, but by 

commercializing St. Jude’s Receptor and reaping untold profits without consent or recompense. 

The Complaint alleges a single claim for damages and injunctive relief which indisputably arises 

out of the 2003 and 2007 MTAs. See id. ¶¶ 66-85.   

The Tennessee long-arm statute affords ample basis to hold Penn to answer in this Court 

for these misdeeds, and for the reasonably foreseeable damages they caused in Tennessee after 

Penn contacted St. Jude, asked to obtain St. Jude’s Receptor and to collaborate with St. Jude, and 

then breached the collaboration and transfer agreements that allowed Penn to obtain and use the 

Receptor in the first place. See Section II below. 

 In the alternative to dismissal, Penn asks the Court to transfer this case to the Eastern 

District of Pennsylvania where Penn is based.  However, St. Jude is entitled to a presumption in 

favor of its selection of this forum “[u]nless the balance is strongly in favor of the defendant, the 

plaintiff's choice of forum should rarely be disturbed.”  Reese v. CNH Am. LLC, 574 F.3d 315, 

320 (6th Cir. 2006); Blane v. Am. Inventors Corp., 934 F.Supp. 903, 907 (M.D. Tenn.1996) 

(citation omitted) (emphasis added).  Penn has not begun to carry its heavy burden to show that 

St. Jude’s choice of forum should be undone.  Not a single St. Jude percipient witness resides in 
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Pennsylvania; almost all live and work in the greater Memphis, Tennessee, area.  See Section III 

below.   

I. STATEMENT OF FACTS 

A. St. Jude Constructs The Receptor. 

St. Jude, a nonprofit corporation based solely in Tennessee, is a world-renowned hospital 

and research center dedicated to treating children with cancer and other catastrophic diseases.  St. 

Jude is the first and only National Cancer Institute-designated Comprehensive Cancer Center 

devoted solely to children.  It is also the only pediatric cancer research center in the United States 

where no family ever pays for treatment not covered by insurance.  No child is ever denied 

treatment because of a family’s inability to pay.  Complaint ¶¶ 10, 13. 

As part of its mission to advance the treatment of devastating childhood illnesses, St. 

Jude invests significantly in its sophisticated research facilities and technological resources.  As a 

result, St. Jude is able to attract renowned researchers, including Dario Campana, M.D., Ph.D.,  a 

highly decorated scientist who specializes in leukemic classification and treatment.  See 

Declaration of Dr. Dario Campana (“Campana Decl.”) ¶¶ 3-5.  Dr. Campana’s lab at St. Jude 

constructed the Receptor.  Id. ¶ 7-8.  The Receptor represents a fundamental building block for 

research into cellular therapies as alternatives to drugs in the treatment of cancer.    

B. Penn Asks To Collaborate With St. Jude In Research Involving the Receptor. 

In December 2003, Dr. Carl June contacted Dr. Campana to request access to the 

Receptor on behalf of himself and Penn, and to propose an inter-institutional collaboration to 

build on Dr. Campana’s research.  Campana Decl. ¶ 11 and Ex. 1.  In exchange for firm 

commitments by Penn, Dr. Campana and St. Jude agreed, the parties executed the 2003 MTA, 

and St. Jude transferred the Receptor to Penn.  Ex. A; Complaint ¶ 23; Campana Decl. ¶ 13. 

In the ensuing months, Dr. June and his colleagues reaffirmed and expanded their 

collaboration with St. Jude.  They sought and obtained information to help Dr. June’s lab 

conduct research with the Receptor.  Campana Decl. ¶¶ 15-16 and Exs. 2-3.  Dr. June updated 

Dr. Campana about his research, and proposed that they collaborate on a research grant related to 
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the work with the Receptor.  Id. ¶¶ 15, 17 and Exs. 2, 4.  The proposed grant application included 

a request for $20,000 per year in research supplies, which Dr. June offered to transfer to Dr. 

Campana’s lab in Tennessee.  Id. ¶ 18 and Ex. 5. 

In early 2007, however, Dr. Campana and St. Jude learned that Penn was about to breach 

its commitments under the 2003 MTA.  The 2003 MTA specifically restricted Penn’s use of the 

Receptor to pre-clinical studies, but Penn’s website disclosed a clinical trial using the Receptor.  

See Ex. C at 207-08.  St. Jude insisted that Penn execute a follow-on agreement that would 

permit human clinical trials only on stated terms.  Id.  Penn proposed a collaboration for the 

clinical trial, and St. Jude ultimately agreed to allow Dr. June to perform clinical trials using new 

therapies that incorporated the Receptor.  See Ex. C at 203-04; 199-201.  The parties executed 

the 2007 MTA to supplement their rights and obligations.  Ex. B. 

C. Penn Promises Not To Cause Harm To St. Jude In Tennessee. 

 In exchange for the right to conduct collaborative research and human clinical 

trials involving the Receptor, Penn agreed to preserve strictly for St. Jude the benefits of Dr. 

Campana’s research.  Penn’s obligations are captured in specific contractual terms by which 

Penn agreed to refrain from causing harm to St. Jude in Tennessee.  In the 2003 MTA, Penn 

agreed:  to refrain from transferring the Receptor to any other laboratory or third party (Ex. A ¶ 

2); to restrict the scope of its research involving the Receptor (id. ¶ 3); to refrain from using the 

Receptor for any commercial purpose (id. ¶ 4); to publish jointly any research findings resulting 

from use of the Receptor (id. ¶ 6); and to obtain prior written approval from St. Jude for the 

commercialization of any product containing the Receptor (id. ¶ 8).   

 In addition, Penn promised in the 2007 MTA to refrain from providing the Receptor to 

another institution or commercial entity without permission (Ex. B ¶ 3); to acknowledge St. Jude 

as the source of the Receptor in any written publication and to provide St. Jude with a copy of 

any such publication (id. ¶ 4); to contact St. Jude regarding ownership rights if seeking to patent 

or commercialize a product related its use of the Receptor (id. ¶ 5); and to indemnify St. Jude 

against claims or liability arising out of the Penn’s use of the Receptor (id. ¶ 7.)      
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 Having agreed to credit St. Jude for the Receptor in publications, Penn knew well 

that it was depriving St. Jude of justly deserved academic prestige in the scientific community 

when it failed to do so.  Having agreed not to commercialize the Receptor without St. Jude’s 

consent, Penn knew well that it would be profiting handsomely and depriving St. Jude of just 

recompense for the Receptor when it proceeded to commercialize the Receptor without St. 

Jude’s consent.  Penn knew well that all harm it caused by breaking its contractual obligations to 

St. Jude would inevitably come home to roost in the State of Tennessee, where St. Jude resides.   

 

D. Penn Initiates And Maintains Continuous And Systematic Contractual 

Relationships With St. Jude And Other Institutions In The State Of 

Tennessee In Order To Avail Itself Of Their Work. 

 The 2003 and 2007 MTAs are part of an unbroken stream of contracts under 

which Penn has bound itself to safeguard and protect St. Jude and its biological materials in 

order to obtain samples and to collaborate in research.  Penn has repeatedly sought and obtained 

proprietary  research materials from St. Jude since at least 1996, and has executed at least 73 

agreements with Penn as the recipient of such materials.  See Declaration of Esther Allay (“Allay 

Decl.”) ¶ 9; see generally Exs. C, D, E.  Penn has repeatedly sought St. Jude’s collaboration in 

research concerning such materials, as in the case of the 2003 and 2007 MTAs.1  See Ex. C at 45-

46; 100-02; 170-72; 203-04; 218-20; 284-86; see also Exs. D and E.  With St. Jude alone, Penn 

has 88 ongoing MTAs dating back to 1996.  See Exs. D and E.2  However, Penn’s ties to 

Tennessee are not limited to its MTAs with St. Jude.  Vanderbilt has records of approximately 50 

                                                 
1 In addition to the collaborative MTAs between Penn and St. Jude, Penn has pursued and 

maintained collaborative relationships with St. Jude in instances where collaboration is not 
explicitly contemplated in the MTAs themselves.  See, e.g., Ex. C at 73-75; 95-98. 

2 The Complaint alleges that Penn has entered into “approximately 68 Material Transfer 
Agreements” with St. Jude.  Complaint ¶ 4.  At this writing, St. Jude has identified a total of 88 
MTAs in effect between Penn and St. Jude.  See Allay Decl. ¶ 9; Ex. D.  Review of St. Jude’s 
records is ongoing. 
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MTAs with Penn, and the  University of Tennessee has records of 12 such MTAs.  See 

Declaration of Alan R. Bentley (“Bentley Decl.”) ¶ 3; Declaration of Anthony A. Ferrara 

(“Ferrara Decl.”) ¶ 3.  Penn cultivates its connections with Tennessee purposefully to avail itself 

of research conducted here, and now seeks to profit from its ongoing connection with St. Jude by 

breaching its agreement not to commercialize the Receptor without St. Jude’s consent.    

 

II. THIS COURT HAS BOTH SPECIFIC AND GENERAL PERSONAL 

JURISDICTION OVER PENN. 

Rule 4(k)(1)(A) of the Federal Rules of Civil Procedure authorizes a federal district court 

to exercise personal jurisdiction over a defendant “who is subject to the jurisdiction of a court of 

general jurisdiction in the state where the district court is located.”  Jurisdiction may exist “either 

generally, in cases in which a defendant's ‘continuous and systematic’ conduct within the forum 

state renders that defendant amenable to suit in any lawsuit brought against it in the forum state, 

or specifically, in cases in which the subject matter of the lawsuit arises out of or is related to the 

defendant's contacts with the forum.”  Brunner v. Hampson, 441 F.3d 457, 463 (6th Cir. 2006) 

quoting Nationwide Mut. Ins., Co. v. Tryg Int'l Ins. Co., 91 F.3d 790, 793 (6th Cir. 1996) 

(citation omitted); Bird v. Parsons, 289 F.3d 865, 873 (6th Cir. 2002).  

Where the jurisdictional challenge is submitted on materials that do not raise factual 

disputes, a plaintiff’s burden of demonstrating personal jurisdiction over a defendant is 

“relatively slight.”  Welsh v. Gibbs, 631 F.2d 436, 439 (6th Cir. 1980); Neogen Corp. v. Neo Gen 

Screening, Inc., 282 F.3d 883, 887 (6th Cir. 2002).  If disputes arise, the pleadings and affidavits 

must be viewed in the light most favorable to St. Jude.  Energy Automation Systems Inc. v. 

Saxton, 618 F. Supp. 2d 807, 811 (M.D. Tenn. 2009) (citing Welsh v. Gibbs, 631 F.2d at 438; 2A 

Moore’s Federal Practice, §12.07 (2d Ed. 1985)).   St. Jude need only make a prima facie 

showing that jurisdiction exists; all of St. Jude’s allegations of jurisdictional facts are presumed 

true, with all factual disputes decided in St. Jude’s favor.  Energy Automation Systems, 618 F. 

Supp. 2d at 811 (citing Nelson Park Industries, Inc., 717 F.2d 1120, 1123 (7th Cir. 1983); Welsh, 
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631 F.2d at 439).  Facts proffered by Penn should not even be considered if they conflict with St. 

Jude’s facts.  Aristech Chem. Int'l v. Acrylic Fabricators, 138 F.3d 624, 626 (6th Cir. 1998); 

Erwin v. Piscitello, 627 F. Supp. 2d 855, 858 (E.D. Tenn. 2007) (citing Neogen, 282 F. 3d at 

888). 

In diversity cases like this, federal courts apply the law of the forum state to determine 

whether personal jurisdiction exists over a nonresident subject to the limitations of the Due 

Process Clause of the Fourteenth Amendment. See Youn v. Track, Inc., 324 F.3d 409, 417 (6th 

Cir. 2003).  Tennessee's long-arm statute extends to the limits of due process. Bridgeport Music, 

Inc. v. Still N The Water Publ’g, 327 F.3d 472, 477 (6th Cir. 2003).  Therefore, the two inquiries 

are merged, id., and this Court need only determine whether the assertion of personal jurisdiction 

over Penn violates constitutional due process.   

As explained below, Penn is subject to both specific and general personal jurisdiction of 

this Court consistent with constitutional due process.  In an effort to escape this conclusion, Penn 

mistakenly relies on Calphalon Corp. v. Rowlette, 228 F.3d 718 (6th Cir. 2000), which involved 

the application of the Ohio long-arm statute (which does not extend to the limits of due process) 

to dissimilar facts.3  This important distinction between Tennessee and Ohio law, which Penn 

ignores, was specifically remarked upon in Holley-Adkins v. Holley, 492 F. Supp. 2d 776, 782 

n.5 (S.D. Ohio 2005) (contrasting Ohio and Tennessee law and noting that the Sixth Circuit in 

Neal “stated that a single act directed at residents in Tennessee could support the exercise of 

personal jurisdiction.”) (emphasis added, citation omitted).   This Court’s determination of 

                                                 
3 Unlike the contract at issue in Calphalon which focused on the non-forum market, the 

2003 and 2007 MTAs between Penn and St. Jude began as a collaboration between the parties 
and were drafted with a specific intent of providing ongoing, multiple protections for a 
Tennessee resident corporation and the Tennessee property that was the subject of the 
agreements.  On their faces, these agreements are not the one-time, no-strings-attached transfer 
of materials that Penn tries to depict.  Furthermore, unlike this case, the potential breach in 
Calphalon (the forum plaintiff’s failure to compensate the non-forum defendant) would not have 
foreseeable injurious consequences in the forum state, but rather would result in injury 
(nonpayment) where the non-forum defendant resided. 
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personal jurisdiction over Penn is controlled by Southern Mach. Co. v. Mohasco Indus., Inc., 401 

F.2d 374, 381 (6th Cir. 1968), and Neal v. Janssen, 270 F.3d 328, 331 (6th Cir. 2001) (finding 

personal jurisdiction over Belgian sales agent under Tennessee long-arm statute based on phone 

calls and faxes to plaintiffs in Tennessee, which formed basis for the claims, even though agent 

never visited Tennessee), and their progeny.  See  Section II A & B below.  

 

A. This Court Has Specific Jurisdiction Over Penn Because Penn Purposefully 

Availed Itself Of The Privilege Of Acting In Tennessee By Contracting With 

St. Jude In Tennessee To Obtain St. Jude’s Receptor And Collaboration, 

And By Expressly Committing To Protect St. Jude’s Proprietary Interests.  

This Court has specific personal jurisdiction over Penn because this suit arises out of the  

two MTAs with St. Jude which Penn executed to gain access to the Receptor and St. Jude’s 

research collaboration in Tennessee.  Specific jurisdiction occurs where “a State exercises 

personal jurisdiction over a defendant in a suit arising out of or related to the defendant's contacts 

with the forum.” Helicopteros Nacionales de Colombia, S.A. v. Hall, 466 U.S. 408, 414 n.8 

(1984).  Where a forum seeks to assert specific jurisdiction over an out-of-state defendant, due 

process is satisfied if the defendant has “purposefully directed his activities at residents of the 

forum, . . . and the litigation results from alleged injuries that arise out of or relate to those 

activities . . .” such that it is foreseeable that its activities may subject it to jurisdiction in the 

forum.  Burger King Corp. v. Rudzewicz, 471 U.S. 462, 471-72 (1985) (citations omitted).  

“’[T]he foreseeability that is critical to due process analysis . . . is that the defendant’s conduct 

and connection with the forum State are such that he should reasonably anticipate being haled 

into court there.”  Id. at 474 (quoting World-Wide Volkswagen Corp. v. Woodson, 444 U.S. 286, 

295 (1980); Bridgeport Music, Inc. v. Still N The Water Publ’g, 327 F.3d 472, 478 (6th Cir. 

2003) (focus is on “whether the defendant has engaged in ‘some overt actions connecting the 

defendant with the forum state’”).  It is beyond dispute that Penn repeatedly engaged in overt 

actions that connected it to St. Jude and the State of Tennessee, and that St. Jude’s Complaint 

arises directly out of injuries suffered in this State caused by those actions.  This satisfies both 
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due process and Tennessee law.  See Burger King, 471 U.S. at 472; Neal, 270 F.3d at 331 (citing 

Calder v. Jones, 465 U.S. 783 (1984)). 

 
A State generally has a “manifest interest” in providing its residents with a 
convenient forum for redressing injuries inflicted by out-of-state actors. . . .  
Moreover, where individuals “purposefully derive benefit” from their interstate 
activities, . . . it may well be unfair to allow them to escape having to account in 
other States for consequences that arise proximately from such activities; the Due 
Process Clause may not readily be wielded as a territorial shield to avoid 
interstate obligations that have been voluntarily assumed. 

Burger King Corp., 471 U.S. at 473-474 (emphasis added).   

The seminal Sixth Circuit case evaluating specific personal jurisdiction under 

Tennessee’s long-arm statute is Southern Mach. Co. v. Mohasco Indus., Inc., 401 F.2d 374, 381 

(6th Cir. 1968).  See, e.g., Neal, 270 F.3d at 332-33.  Southern Mach. Co. identified a three-part 

test for specific personal jurisdiction under Tennessee law (the Mohasco factors):  (1) the 

defendant must purposefully avail itself of the privilege of acting in Tennessee or causing a 

consequence in Tennessee; (2) the cause of action must arise from that purposeful availment; and 

(3) the defendant’s actions, or the consequences caused by the defendant, must have a substantial 

enough connection with Tennessee to make the exercise of jurisdiction over the defendant 

reasonable.  Southern Mach. Co., 401 F.2d at 381.  This Court plainly has specific personal 

jurisdiction over Penn in this lawsuit under Southern Mach. Co.’s three-part test, and the more 

recent Sixth Circuit decision applying Tennessee’s long-arm statute in Neal, 270 F. 3d at 331. 

Under the first Mohasco  factor, “purposeful availment” is “something akin to a 

deliberate undertaking,” that is, a deliberate effort by the defendant to direct its activities toward, 

and to make contact with, the forum.  Bridgeport Music, Inc. v. Still N The Water Publ’g, 327 

F.3d 472, 478 (6th Cir. 2003).  Purposeful availment exists “when the defendant’s contacts with 

the forum state ‘proximately result from actions by the defendant himself that create a 

“substantial connection” with the forum State,’ and when the defendant’s conduct and 

connection with the forum are such that he ‘should reasonably anticipate being haled into court 
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there.’” Bridgeport, 327 F.3d at 478 (emphasis in original). The focus is “whether the defendant 

has engaged in ‘some overt actions connecting the defendant with the forum state.’” Id.  

Penn voluntarily and deliberately initiated its 2003 MTA with St. Jude, and then agreed 

to the 2007 MTA so it could use the Receptor in clinical trials.  The 2003 MTA has been in place 

for about eight-and-one-half years, the 2007 MTA for about five years.  In these agreements, 

Penn committed to protecting the interests and property rights of a Tennessee resident, St. Jude, 

in exchange for receiving St. Jude’s Receptor and collaboration.  See Section I(C) above.  Each 

of these “voluntarily assumed” obligations, cf. Burger King Corp., 471 U.S. at 474, was 

deliberately directed at protecting a Tennessee entity’s (St. Jude’s) interests and property rights 

in material (the Receptor) developed and owned by St. Jude in Tennessee.  Penn bargained for 

the rights to obtain and use St. Jude’s Receptor, and knowingly availed itself of the privilege of 

transacting business with a Tennessee entity and causing consequences to that entity by its 

actions and omissions under the Agreements.  The obligations purposefully undertaken by Penn 

directed toward the protection of St. Jude, a Tennessee entity, were designed to have 

consequences in Tennessee.   

Having dishonored its obligations to protect St. Jude’s investment and interests, Penn 

now resists being haled into the forum where those interests reside.  Not only was it reasonably 

foreseeable that Penn would be haled into court in Tennessee should it breach the 2003 and 2007 

MTAs, Tennessee is the only forum in which injury would be sustained if Penn breached any of 

its obligations to St. Jude.  Thus, Tennessee was the predictable forum for resolution of the types 

of contract issues that are the subject of St. Jude’s lawsuit.  Penn finds itself in Tennessee not 

through “random,” “fortuitous,” or “attenuated” contacts, cf. Defendant’s Memorandum Of Law 

In Support Of Its Motion To Dismiss Or, In The Alternative, For Change Of Venue (“Penn Br.”) 

at. 12-13, but rather because Penn expressly assumed contractual obligations focused solely on 

the protection of a Tennessee resident’s interests and then disregarded those obligations. There 

can be no question that Penn “purposefully avail[ed] [it]self of the privilege of acting in 
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[Tennessee] or causing a consequence in [Tennessee.]”  See Functional Pathways of Tenn., No. 

3:10-cv-409, 2012 U.S. Dist. LEXIS 46030, at *11 (E.D. Tenn. Mar. 30, 2012). 

The second Mohasco factor, that the cause of action “arise from” Penn’s purposeful 

availment, “is a lenient standard and the cause of action need not formally arise from the 

defendant’s contacts.”  Functional Pathways of Tenn., 2012 U.S. Dist. LEXIS 46030, at *18.  

The facts of this case more than satisfy that standard.  St. Jude’s cause of action does indeed 

“formally arise” from Penn’s contacts with St. Jude in Tennessee.  The 2003 and 2007 MTAs are 

“the very soil from which the action for breach grew.”  Functional Pathways of Tenn., 2012 U.S. 

Dist. LEXIS 46030, at *19 (internal quotations omitted).  If Penn had not initiated contact with 

St. Jude, St. Jude would not have sent Dr. Campana’s Receptor to Penn, and there would never 

have been any agreements between the parties concerning that Receptor.  St. Jude’s cause of 

action would never have arisen because Penn would have had no contracts to breach concerning 

the Receptor.  Equally important, if Penn had not knowingly and expressly committed to ongoing 

obligations toward St. Jude specifically designed to protect St. Jude’s interests (the breach of 

which forms the basis of St. Jude’s Complaint), there would be no lawsuit before this Court at 

all.  

The third and final element of the Mohasco test is that “defendant’s actions, or the 

consequences caused by the defendant, must have a substantial enough connection with 

Tennessee to make the exercise of jurisdiction over the defendant reasonable.”  When the first 

two Mohasco factors are met, however, the third factor is presumed to be present—“only the 

unusual case will not meet this third criterion.”  Functional Pathways of Tenn., 2012 U.S. Dist. 

LEXIS 46030, at *11 (citing Morton v. Advance PCS, Inc., No. 3:04-DV-278, 2006 U.S. Dist. 

LEXIS 54423 (E.D. Tenn. Aug. 2, 2006)).  “[O]nce the first two questions have been answered 

affirmatively, resolution of the third involves merely ferreting out the unusual cases where that 

interest cannot be found.”  Functional Pathways of Tenn., 2012 U.S. Dist. LEXIS 46030, at *21 

(citing Southern Mach. Co., 401 F.2d at 384).  Penn has pointed to no facts that mark this as such 

an “unusual case.” 
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It is not necessary that the actual breach of the contract occur in Tennessee.  Functional 

Pathways of Tenn., 2012 U.S. Dist. LEXIS 46030, at *18 (citation omitted).  Even if Penn’s 

breach occurred outside Tennessee, exercising personal jurisdiction is still reasonable when the 

consequences of that breach have a substantial connection with Tennessee.  Functional Pathways 

of Tenn., 2012 U.S. Dist. LEXIS 46030, at *18, citing Calphalon, 228 F.3d at 724.  That is 

certainly true here because St. Jude’s damages have been, are, and will continue to be sustained 

in Tennessee—where St. Jude’s scientists invested the time, effort, and money to develop the 

Receptor; where that Receptor was constructed; and where St. Jude is located.  The natural 

consequence of Penn’s failure to meet its voluntarily assumed obligations to protect St. Jude’s 

interests is that those interests here in Tennessee would be compromised.  Thus, this Court has 

specific jurisdiction over Penn. 

B. This Court Has General Jurisdiction Over Penn.  

General jurisdiction is proper where “‘a defendant's contacts with the forum state are of 

such a continuous and systematic nature that the state may exercise personal jurisdiction over the 

defendant even if the action is unrelated to the defendant's contacts with the state.’”  Bird v. 

Parsons, 289 F.3d 865, 873 (6th Cir. 2002) (quoting Third Natl. Bank in Nashville v. WEDGE 

Group, Inc., 882 F.2d 1087, 1089 (6th Cir.1989)) (internal quotation marks omitted in Bird).   

General jurisdiction exists when “the defendant’s contacts with the forum state are ‘substantial’ 

and ‘continuous and systematic,’ so that the state may exercise jurisdiction over the defendant 

even if the action does not relate to the defendant’s contacts with the state.”  Youn v. Track, Inc., 

324 F.3d 409, 417-18 (6th Cir. 2003).  An absence of physical contacts does not defeat personal 

jurisdiction:  

 
Although territorial presence frequently will enhance a potential 
defendant’s affiliation with a State and reinforce the reasonable 
foreseeability of suit there, it is an inescapable fact of modern 
commercial life that a substantial amount of business is transacted 
solely by mail and wire communications across state lines, thus 
obviating the need for physical presence within a State in which 
business is conducted.   
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Michigan Nat’l Bank v. Quality Dinette, Inc., 888 F.2d 462 (6th Cir. 1989) (quoting Burger King 

Corp. v. Rudzewicz, 471 U.S. 462 (1985)).  Accordingly, where an out-of-state defendant 

repeatedly and persistently establishes and maintains contact with a state over a course of years, 

general jurisdiction is appropriate.   

 

1. Penn Has Had Continuous and Systematic Contacts with Tennessee 

Since at Least 1996. 

Penn’s contacts with Tennessee have been continuous and systematic for decades.  While 

Penn portrays itself as an insular institution confined within the borders of Pennsylvania, its 

conduct over the years demonstrates a pattern and practice of purposeful availment of the 

benefits and protections of Tennessee law.  Since 1996, Penn has executed 88 MTAs with St. 

Jude, at least seven of which are collaborative in nature4 and contemplate performance by Penn’s 

collaborator, St. Jude, in Tennessee.  All of the 88 MTAs remain in effect; none has been 

terminated.5  By their terms, the MTAs have no stated durations but continue in effect until 

terminated.  See generally Ex. C.  Exhibit E attached to this memorandum graphically depicts 

Penn’s continuous and systematic—indeed, unbroken since 1996—contacts with Tennessee by 

virtue of its 88 MTAs with St. Jude alone.  Moreover, 73 of the MTAs involve Penn’s usage of 

St. Jude’s materials and resulted from Penn’s affirmative efforts to obtain from Tennessee 

                                                 
4 Penn offers a declaration by Dr. June that he did not collaborate with St. Jude.  

(Declaration of Carl H. June ¶ 22), which, if true,  would be of little consequence for this 
motion.  However, it is contrary to the very title and express terms of the 2003 MTA, to the 
emails evidencing collaboration, and to Dr. Campana’s declaration.  Ex. A; Campana Decl. ¶¶ 
15-18 and Exs. 2-5.  For purposes of determining jurisdiction, Dr. June’s denial of collaboration 
must be disregarded.  See Aristech Chem. Int’l, supra, 138 F.3d at 626.  

5 On November 22, 2011, Penn purported to terminate the 2007 MTA.  As alleged in St. 
Jude’s Complaint, Penn had no right to terminate that agreement.  Complaint ¶ 65.  Furthermore, 
contrary to the plain terms of the MTAs, Penn has submitted a declaration stating the bare 
conclusion, without foundation, that an MTA is “deemed” (impliedly by Penn) to be “complete” 
when its Office of Research Services receives a signed copy of it.  See  Declaration of Katheryn 
Steinbugler ¶ 11.  This statement must be disregarded as without foundation, irrelevant,  and 
inconsistent with St. Jude’s contrary evidence.  See Aristech Chem. Int’l, supra, 138 F.3d at 626. 
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proprietary work product developed by St. Jude researchers in Tennessee.  The remaining 15 of 

the MTAs contemplate Penn sending research materials into Tennessee.  See Exs. D and E.  

 Penn’s contacts with Tennessee range well beyond St. Jude; Penn has in recent years also 

executed some 50 MTAs with Vanderbilt University, Bentley Decl. ¶ 3, and 12 MTAs with the 

University of Tennessee, Ferrara Decl. ¶ 3.  Thus, Penn has availed itself of Tennessee’s benefits 

and protections through at least 150 agreements with Tennessee institutions in recent years. 6   

 In addition to its continuous and systematic research collaborations with Tennessee 

entities through MTAs, Penn has many additional continuous contacts with this state.  Penn 

admits it has periodically made payments to various parties in Tennessee “to support the 

University’s core activities.”  See Declaration of Stephen D. Golding, ¶ 3  It has a designated 

representative devoted to recruiting prospective students from Tennessee, and it maintains a 

website through which Tennessee residents may obtain information and pose questions to Penn 

and its affiliate entities.   Penn Admissions: Regional Admissions Officers, 

                                                 
6 Of the 73 St. Jude MTAs covering materials requested by Penn,  17 are in the form of a 

Uniform Biological Material Transfer Agreement (“UBMTA”) developed by the National 
Institutes of Health (“NIH”) and the Association of University Technology Managers 
(“AUTM”).  See Notice, 60 Fed. Reg. 12771 (Mar. 8, 1995), available at 
http://www.autm.net/AM/Template.cfm?Section=Technology_Transfer_Resources&Template=/
CM/ContentDisplay.cfm&ContentID=2810.  A true and correct copy of the Master UBMTA 
(“Form UBMTA”) is attached as Exhibit I.  Signatories are not only academic institutions, but 
private, for-profit pharmaceutical companies as well.  Neither the 2003 MTA nor the 2007 MTA 
is a UBMTA.  While Penn tries to downplay the significance of the UBMTAs, Penn’s repeated 
use of 17 of them with St. Jude  underscores the fact that Penn’s contacts have been systematic as 
well as continuous. 

While the UBMTA provides that the agreement may terminate upon the recipient's 
completion of its research with material transferred, the recipient must then either destroy or 
return the material at the direction of the transferor.  Form UBMTA ¶ 13.  Penn has never 
notified St. Jude that it has completed its research with materials transferred under a UBMTA, 
and has never asked St. Jude for direction regarding destruction or return of such materials. Allay 
Decl. ¶ 9.  Furthermore, under the UBMTA, Penn remains bound to the terms of the UBMTA as 
they relate to any modifications of materials supplied by St. Jude which Penn elects to retain.  
Form UBMTA ¶ 13(iii). 
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http://www.admissions.upenn.edu/current/regional.php (last visited Sept. 3, 2012) (copy attached 

as Ex. F; Penn Admissions, http://www.admissions.upenn.edu/inquiry/ (last visited Sept. 3, 

2012) (copy attached as Ex. G); Penn Admissions: Join Our Mailing List,  

http://www.admissions.upenn.edu/request/ (last visited Sept. 3, 2012) (copy attached as Ex. H). 

Penn’s decades-long, widespread, systematic, and ongoing contacts with Tennessee are 

more than sufficient to support general jurisdiction.  Courts have found much more narrowly 

directed activities sufficient for general jurisdiction.  For instance, in German Free Bavaria v. 

Toyobo Co., 2007 U.S. Dist. LEXIS 19199 (W.D. Mich. Mar. 19, 2007) the court concluded that 

general jurisdiction properly could be exercised over a defendant who participated in a 

collaborative relationship with an in-state entity, where the relationship spanned a period of 

eleven years, and the defendant’s conduct included sharing “synergy and input” with the plaintiff 

regarding market strategy and the execution of two confidentiality agreements with the plaintiff.  

Similarly, in Michigan Nat’l Bank v. Quality Dinette, Inc., 888 F.2d 462 (6th Cir. 1989), the 

court found general jurisdiction where defendants made regular product sales in the forum state 

for only two years.  With the exception of a single independent sales representative, defendants 

carried on their forum state business by mail order solicitation.  Id. at 465.   

Penn’s contacts here far exceed those of the defendants in German Free Bavaria and 

Quality Dinette.  Over the last two decades, Penn has executed scores of contracts with 

Tennessee entities, has engaged in multiple collaborative relationships with St. Jude, and has 

regularly dispatched representatives to Tennessee to further its educational mission.  Penn’s 

contacts are continuous and systematic in nature.7 

                                                 
7 Nationwide Mut. Ins., Co. v. Tryg Int'l Ins. Co., 91 F.3d 790 (6th Cir. 1996) and Third 

Natl. Bank in Nashville v. WEDGE Group, Inc., 882 F.2d 1087 (6th Cir. 1989) (Penn Br., p. 10) 
are readily distinguishable.  The defendant in Nationwide Mut. had been a party to only three 
agreements involving the forum state, and its relationship with the plaintiff lasted only a year.  91 
F.3d at 794.  In Third Natl. Bank, the court relied on the fact that the defendant’s contacts with 
the forum state were “unrelated” to plaintiff’s claims.  882 F.2d at 1089.  By contrast, St. Jude’s 
claims here arise directly out of two of the MTAs.   See, e.g., Better Bags, Inc. v. Better Bags 

Mktg., L.L.C., 2006 U.S. Dist. LEXIS 1434 (S.D. Tex. Jan. 5, 2006) (finding general jurisdiction 
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2. Penn’s Widespread Contacts With Tennessee Are In Furtherance Of 

Its Business Purposes And Properly Subject It To General 

Jurisdiction. 

Penn attempts to downplay its continuous and systematic contacts with Tennessee by 

stressing that it is a not-for-profit organization (Penn Br., p. 2), by repeatedly referring to its 

research efforts as “non-commercial” in nature (Penn Br., pp. 4, 9, 14), and by asserting that its 

conduct vis-à-vis Tennessee has been limited to activities merely “typical of other large 

nationally prominent universities” (Penn Br., p. 9).  These arguments are unavailing. 

Penn’s not-for-profit status, and the ostensibly noncommercial character of its research 

(notwithstanding its commercialization of St. Jude’s Receptor), are beside the point.  Courts have 

consistently held that a nonprofit entity may be subject to jurisdiction in a foreign state so long as 

it “has purposefully availed itself of the privilege of acting within the state” in carrying out its 

business purposes.  Bennett v. J.C. Penney, 603 F. Supp. 1186, 1188 (W.D. Mich. 1985); see 

also Mad Hatter, Inc. v. Mad Hatters Night Club Co., 399 F. Supp. 889, 891 (E.D. Mich. 1975) 

(defendant’s “purposeful” action need not be income-generating); Benally v. Amon Carter 

Museum of Western Art, 858 F.2d 618, 621-623 (10th Cir. 1988) (nonprofits “transact business” 

within a state by engaging in activities designed to support their core purposes). 

A university’s research activities, in particular, have been recognized as “commercial” 

even where the research itself is not directly commercialized: 

 

[M]ajor research universities, such as [defendant university], often sanction and 
fund research projects with arguably no commercial application whatsoever.  
However, these projects unmistakably further the institution’s legitimate business 
objectives, including educating and enlightening students and faculty participating 
in these projects.  These projects also serve, for example, to increase the status of 
the institution and lure lucrative research grants, students and faculty. 

                                                                                                                                                             
over a defendant who had maintained business relationships with four entities in the forum state; 
“it does not escape the court's attention that the products ordered are precisely those in issue in 
this lawsuit and that the products were purchased from suppliers in Plaintiff's home location.”). 
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Madey v. Duke Univ., 307 F.3d 1351, 1362 (Fed. Cir. 2002) (holding defendant university’s 

research activities commercial, and therefore not protected by the “experimental use” defense in 

patent infringement action).8  Penn is subject to general jurisdiction in Tennessee. 

III. VENUE SHOULD REMAIN IN TENNESSEE. 

Penn lends only cursory argument and minimal substance to its alternative motion to 

transfer venue.  See Penn Br. at 19.  As Penn undoubtedly recognizes, St. Jude’s choice of venue 

is entitled to great weight under the law.  Although the decision whether to grant a change of 

venue pursuant to 28 U.S.C. § 1404(a) is left to the district court’s sound discretion,  see Zomba 

Enters., Inc. v. Panorama Records, Inc., 491 F.3d 574, 588 (6th Cir. 2007),  “[u]nless the 

balance is strongly in favor of the defendant, the plaintiff's choice of forum should rarely be 

disturbed.” Reese v. CNH Am. LLC, 574 F.3d 315, 320 (6th Cir. 2006); Blane v. Am. Inventors 

Corp., 934 F.Supp. 903, 907 (M.D. Tenn.1996) (citation omitted) (emphasis added).  Thus, 

Penn’s burden to prove a need for transfer is “considerable.”  Affinion Benefits Group, LLC v. 

Econ-O-Check Corp., No. 3:09-cv-0273, 2009 U.S. Dist. LEXIS 34326, at *2 (M.D. Tenn. April 

20, 2009).  In this case Penn simply has not carried its considerable burden to show that any 

balancing required under 28 U.S.C. § 1404(a) “strongly” favors it.  Therefore, the case should 

not be transferred.9  

                                                 
8 St. Jude is not here urging that Penn is subject to general jurisdiction in Tennessee 

simply for engaging in activities typical of any large educational institution with limited, 
incidental relationships.  Penn’s activities here extend well beyond recruiting students and 
soliciting donations, and Penn benefits from the protection of Tennessee law under which 
Tennessee research was conducted.   

9 A week after this action was filed, Penn filed its own action on the same subject matter 
in the Eastern District of Pennsylvania in violation of the first-filed and compulsory counterclaim 
rules.  Trustees of the University of Pennsylvania v. St. Jude Children’s Research Hospital, Case 
No. 12-4122 (E.D. Penn. filed July 19, 2012).  Penn’s two claims in that action are for a 
declaration that it did not breach the 2003 and 2007 MTAs, and for damages on the theory that 
St. Jude’s filing of this action “tortuously interfered” with Penn’s commercialization activities.  
St. Jude has moved to dismiss or stay the Pennsylvania action in deference to this one.  No 
hearing date has been set. 
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Penn erroneously argues that St. Jude has significant contacts with Pennsylvania because 

the American Lebanese Syrian Associated Charities, Inc. (“ALSAC”) has an office and 

registered agent in Pennsylvania.  However, ALSAC is a fundraising organization, is not a 

corporate affiliate of St. Jude, is not a party to this case, had nothing to do with any of the MTAs 

between Penn and St. Jude, and has no witnesses or sources of proof for this case.  Declaration of 

Michael Canarios ¶¶ 5-7.  Rather, the key events giving rise to St. Jude’s claims occurred here in 

Tennessee—where scientists at St. Jude invested the time, work, and money to develop the 

Receptor; where that Receptor was constructed; where St. Jude is located; where St. Jude 

executed the MTAs; and where St. Jude has sustained its damages.  Penn’s actions and omissions 

in breach of the MTAs had natural and foreseeable consequences in Tennessee.  Those 

consequences will be proven through witnesses and documents almost all located in Tennessee.  

Penn argues that Pennsylvania is a more convenient forum for witnesses.  However, not a 

single one of the St. Jude scientists and employees who are percipient witnesses to the 

development of the Receptor at St. Jude, the formation of the 2003 and 2007 MTAs, and to the 

harm suffered by St. Jude as a result of Penn’s breaches of those agreements, is located in 

Pennsylvania.  See Declaration of James R. Downing, M.D. ¶ 3. 

Finally, Penn erroneously asserts that some nebulous, unstated public interest favors 

Pennsylvania over Tennessee because that is where Dr. June worked on his construct using the 

Receptor.  More to the point, Tennessee is where Dr. Campana and his colleagues researched and 

developed the Receptor that Dr. June and Penn have brazenly hawked and commercialized for 

their own profit.  Having argued unavailingly that Tennessee courts are powerless to call Penn to 

answer in Tennessee for the damage it caused here by ripping off St. Jude’s Receptor, Penn 

alternatively invites the Court to overturn the strong legal presumption in favor plaintiff’s choice 

of forum for nothing more than Penn’s own convenience.  Penn’s invitation should be firmly 

declined.   
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CONCLUSION 

For the foregoing reasons, Penn’s motion to dismiss this action for lack of personal 

jurisdiction, and its alternative motion to change venue, should be denied. 

 

 Respectfully submitted this the 4th day of September 2012. 

 

s/ Amy M. Pepke                                      
Eric E. Hudson (TN Bar No. 22851) 
Amy M. Pepke (TN Bar No. 18174) 
BUTLER, SNOW, O’MARA, STEVENS & CANNADA, PLLC 
6075 Poplar Avenue – 5th Floor 
Crescent Center 
Memphis, Tennessee  38119 
(901) 680-7200 
eric.hudson@butlersnow.com 
amy.pepke@butlersnow.com 
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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

TRUSTEES OF THE UNIVERSITY OF
PENNSYLVANIA,

Plaintiff,

v.

ST. DUDE CHILDREN'S RESEARCH
HOSPITAL,

Defendant.

1' 1 '

CIVIL ACTION NO. 12-4122

AND NOW this day of , 2012, upon consideration of

Defendant's Motion to Dismiss or Stay and any responses to it, it is hereby ORDERED that:

1. Defendant's Motion is GRANTED;

2. This action is hereby dismissed without prejudice in deference to the prior action

between the same parties pending in the United States District Court for the Western District of

Tennessee entitled St. Jude Children's Research Hospital, Inc. v. The Trustees of the University

of Pennsylvania, Civil Action No. 12-02579 (filed July 11, 2012); and

3. Defendant is awarded its costs in the amount of $

BY THE COURT:

Stewart Dalzell, United States District Judge
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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

TRUSTEES OF THE UNIVERSITY OF
PENNSYLVANIA,

Plaintiff,

►~
CIVIL ACTION NO. 12-4122

ST. DUDE CHILDREN'S RESEARCH
HOSPITAL,

Defendant.

DEFENDANT'S MOTION TO DISMISS OR STAY

For the reasons set forth in the accompanying Memorandum of Law, Defendant St. Jude

Children's Research Hospital, Inc. ("St. Jude") hereby moves this Court for an order dismissing

this action without prejudice on two grounds: (1) there is a prior action pending in the United

States District Court for the Western District of Tennessee entitled St. Jude Children's Research

Hospital, Inc, v. The Trustees of the University of Pennsylvania, Civil Action No. 12-02579

(filed July 11, 2012) (the "First Action") between the same parties which concerns the same

subject matter and which Defendant Trustees of the University of Pennsylvania (the

"University") agreed St. Jude would have the opportunity to file first; and (2) the University's

claims in this action are compulsory counterclaims in the First Action. In the alternative,

St. Jude moves the Court to stay this action pending the district court's ruling on the University's

pending motion to dismiss the First Action for want of personal jurisdiction or to change the

venue of the First Action. Should the Court elect to retain jurisdiction of this case, St. Jude

moves the Court to dismiss Count I of the Amended Complaint (the University's tortious

interference claim) with prejudice for failure to state a claim on which relief can be granted.
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HANGLEY ARONCHICK SEGAL PUDLIN

& SCHILLER
Daniel Segal

FOLEY & LARDNER LLP
Alan E. Friedman (pro hac vice)

By: /s/ Daniel Seal
Daniel Segal (Attorney ID No. 26218)

One Logan Square, 27t" floor
Philadelphia, PA 19103
(215) 496-7003
dsegal@hangley.com

Attorneys for Defendant
St. Jude Children's Research Hospital, Inc.

Dated: September 24, 2012
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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

TRUSTEES OF THE UNIVERSITY OF
PENNSYLVANIA,

Plaintiff,

v.
CIVIL ACTION NO. 12-4122

ST. DUDE CHILDREN'S RESEARCH
HOSPITAL,

Defendant.

MEMORANDUM OF LAW IN SUPPORT OF
DEFENDANT'S MOTION TO DISMISS OR STAY

INTRODUCTION AND SUMMARY

This action, filed by the University against St. Jude on July 19, 2012, is the mirror image

of a lawsuit filed by St. Jude against the University eight days earlier in the Western District of

Tennessee concerning the same issues and subject matter — St. Jude Children's Research

Hospital, Inc. v. The TYUStees of the UniveNSity of Pennsylvania, Civil Action No. 12-02579

(July 11, 2012) (the "First Action"). The two actions arise out of the same two written contracts

between the same two parties. In the First Action, St. Jude claims the University breached the

contracts, and seeks damages and injunctive relief; in this action the University denies it

breached the contracts, seeks a declaratory judgment that it did not, and seeks damages for

St. Jude's supposed "tortious interference," allegedly committed by the mere act of filing the

First Action. The University's claims here thus completely overlap St. Jude's claims in the First

Action and depend on the determination of those claims on the merits.

As far back as January 2012, the University agreed that if the parties could not settle their

differences, St. Jude would have the opportunity to sue first in Tennessee, with the University

reserving the right to challenge jurisdiction. See Section I.C. below. (On August 2, 2012, the

Case 2:12-cv-04122-SD   Document 9   Filed 09/24/12   Page 13 of 46Case 2:13-cv-01502-SD   Document 16-7   Filed 06/11/13   Page 14 of 47



University filed a motion to dismiss the First Action for lack of personal jurisdiction or to change

its venue, which is now pending in the Tennessee court. See Section I.D. below.)

If the University's claims here are tenable at all, they must be asserted as compulsory

counterclaims in the First Action. As the court that first had possession of this dispute, the

Tennessee district court is bound to decide it under long-established precedent. See EEOC v.

Univ. of Pa., 850 F.2d 969, 971 (3d. Cir. 1988); Crosley Corp. v. Hazeltine Corp., 122 F.2d 925,

929 (3d Cir. 1941); Koresko v. Nationwide Life Ins. Co., 403 F. Supp. 2d 394, 399 (E.D. Pa.

2005); accord Zide Sport Shop of Ohio, Inc. v. Ed Tobergte Assocs., Inc., 16 Fed. App'x 433,

437 (6th Cir. 2001). Accordingly, this action should be dismissed without prejudice or stayed in

deference to the First Action. See Section II below.

In the alternative, the University's tortious interference claim (Count I of its Amended

Complaint) should be dismissed on the merits with prejudice. The Noerr-Pennington doctrine

bars the count, which in any event fails to allege facts sufficient to state a claim for relief under

federal pleading standards and state substantive law. See Section III below. (Of course, if the

Court dismisses this case without prejudice in deference to the First Action, it need not reach the

grounds for dismissal on the merits discussed at length in Section III of this memorandum.)

I. STATEMENT OF FACTS

A. The University Asks St. Jude For A Chimeric Antigen Receptor Developed
By A St. Jude Researcher in Tennessee

St. Jude, a Tennessee nonprofit corporation, is aworld-renowned research hospital that

treats children with cancer and other catastrophic diseases. It is the first and only National

Cancer Institute-designated Comprehensive Cancer Center devoted solely to children. St. Jude is

the only pediatric cancer research center in the United States where no family ever pays for

treatment not covered by insurance. No child is ever denied treatment because of a family's

inability to pay. See St. Jude's Complaint in the First Action ("St. Jude's Complaint" or the

2
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"Tennessee Complaint") ¶¶ 10, 13 (true and correct copy attached as Exhibit A);1 University's

Amended Complaint ¶¶ 2, 3.

St. Jude scientists for decades have pioneered the development of cutting-edge cancer

treatments and breakthrough biomedical materials. In the past two decades, in order to avail

itself of these materials for research purposes, the University has asked St. Jude to lend it

samples, each time under the terms of a Material Transfer Agreement ("MTA") entered into

expressly for that purpose. Since 1996, at the University's request, the parties have entered into

73 MTAs covering research materials developed at St. Jude.2 In several instances, the University

has agreed to collaborate actively with St. Jude in joint research pertaining to St. Jude's

materials. The contracts that underlie this lawsuit are two such MTAs. University's Amended

Complaint ¶¶ 13, 17; St. Jude's Complaint ¶ 22.

In the early 2000's, one of St. Jude's researchers, Dario Campana, M.D., Ph.D. developed

a molecule — called a chimeric antigen receptor ("Receptor") —which can be expressed on the

surface of a normal human immune T-cell, and which causes the T-cell to recognize and attack

certain leukemic cancer cells. University's Amended Complaint ¶¶ 11-12; St. Jude's Complaint

¶¶ 17-20. In December 2003, University researcher Dr. Carl June asked Dr. Campana to provide

him with the Receptor and suggested a research collaboration involving use of the Receptor.

University's Amended Complaint ¶¶ 11-13; St. Jude's Complaint ¶ 21.

1 The University attached St. Jude's Complaint, filed July 11, 2012, as Exhibit G to its
Amended Complaint in this action.

2 St. Jude's Complaint alleges that the University has entered into "approximately 68
Material Transfer Agreements with St. Jude." St. Jude's Complaint ¶ 4. Since the filing of its
Complaint, St. Jude has identified a total of 88 ongoing MTAs with the University — including
the two at issue here — dating back to 1996, 73 involving materials transferred from St. Jude to
the University and 15 involving materials transferred from the University to St. Jude. See
Exhibit C to St. Jude's Response to the University's Motion to Dismiss in the First Action,
attached hereto as Exhibit D.

3
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B. The Parties Enter Into The 2003 And 2007 MTAs

In response to Dr. June's request, St. Jude entered into two MTAs relating to the

Receptor: (1) a Collaboration and Materials Transfer Agreement dated December 10, 2003 (the

"2003 MTA"), and (2) a Materials Transfer Agreement dated October 2, 2007 (the "2007

MTA"). University's Amended Complaint, Exs. D, E; St. Jude's Complaint, Exs. A, B The

first paragraph of each agreement defined "Material" or "Materials" as the Receptor "including

any progeny, portions, unmodified derivatives and any accompanying know-how or data." Id.

Both MTAs permitted the University to use the Receptor only for limited purposes. -The

2003 MTA provided that: the Material was supplied "for use in a collaborative research study"

(2003 MTA preamble); the Material could "not be transferred or taken to any other laboratory or

made available to any other person or third party" (id. ¶ 2); "any publications that result from the

collaborative research study between St. Jude and [Dr. June] will be jointly published in

accordance with academic standards" (id. ¶ 6); the University was prohibited from using the

Materials for any commercial purpose (id. ¶ 4) and from commercializing any product containing

the Materials without St. Jude's prior written approval (id. ¶ 8).

The 2007 MTA provided that: the Materials "may not be taken or sent to another

institution without written permission from St. Jude" (2007 MTA ¶ 3); the University had to

"provide St. Jude with a copy of any publication that contains experimental results obtained from

use of the Materials, and will acknowledge St. Jude as the source of the Materials" (id. ¶ 4); the

University "shall not publish or disclose the results of such research using the Materials without

submitting the proposed publication or disclosure to St. Jude at least thirty (30) days prior to the

submission for publication or disclosure" (id. ¶ 5); the University is prohibited from providing

the Materials to a commercial entity or using the Materials in research that is subject to a

consulting or licensing obligation to another party without the express written consent of St. Jude

(id. ¶ 3); and if the University "files a patent application or commercializes a product which
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contains a portion of the Materials, is derived from the Materials, or which could not have been

produced but for the use of the Materials, [the University] agrees to contact St. Jude to determine

ownership interests, if any, St. Jude may have in such patent application or commercial product"

(id. ¶ 5). When it entered into the 2007 MTA, the University agreed in writing to abide by the

terms of the 2003 MTA (other than those prohibiting human trials).3 St. Jude's Complaint ¶ 35.

C. The University Agrees To Give St. Jude The Opportunity To File Suit First
In Tennessee If The MTA Disputes Are Not Settled

By January 2012, St. Jude had learned that the University had breached both the 2003

MTA and the 2007 MTA by publishing experimental results without the required

acknowledgment of St. Jude and without sharing the proposed publication with St. Jude

beforehand. St. Jude's Complaint ¶¶ 48-59. St. Jude had also learned through a venture

capitalist that the University was apparently engaging in prohibited commercialization efforts.

Id. ¶¶ 61-62. Accordingly, on January 20, 2012, St. Jude general counsel Clinton Hermes and

outside counsel Glenn Krinsky telephoned University general counsel Wendy White. They

explained that St. Jude was prepared to sue the University immediately in order to preserve its

interests, but would delay suit in favor of negotiations if the parties could agree to a standstill

agreement that would give St. Jude the right to sue first should negotiations fail. While the

conversation was in progress, Mr. Krinsky sent Ms. White the following confirming email:

The purpose of this e-mail is to memorialize an understanding reached
in a telephone conversation among you, me and St. Jude Children's
Research Hospital ("St. Jude") General Counsel Clinton Hermes that is
still in progress as this e-mail to you is being drafted. Mr. Hermes and
I telephoned you several minutes ago to inform you that St. Jude
intended to file suit today against the Trustees of the University of
Pennsylvania ("Penn") in connection with disputes arising under that

3 The 2007 MTA came about because the University was on the verge of breaching the
2003 MTA by conducting clinical trials using the Receptor on humans, which the 2003 MTA
prohibited. St. Jude agreed to the 2007 MTA to accommodate the University, but only on
condition that the University agree to continue to abide by all other terms of the 2003 MTA
(which the University expressly agreed to do). Id.

5
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certain Collaboration and Materials Transfer Agreement between St.
Jude and Penn dated December 10, 2003 and that certain Materials
Transfer Agreement between St. Jude and Penn dated October 2, 2007
(collectively, the "MTAs"). As an alternative to filing suit, Mr.
Hermes offered Penn the opportunity to enter into a "Stand Still
Agreement" with St. Jude to enable the parties to discuss the disputes
arising under the MTAs with the hopes of resolving those disputes and
obviating the need for a lawsuit. You have requested further time to
decide whether or not to enter into a Stand Still Agreement. In
exchange for this period of time to allow Penn to consider whether it
wishes to enter into a proposed Stand Still Agreement, you have
agreed on behalf of Penn that Penn will not file a lawsuit or initiate
any other type of judicial or administrative proceeding of any sort that
in any way relates to or arises out of the MTAs until no earlier than
Friday February 3rd, 2012. On behalf of Penn, you explicitly
acknowledge that there are no restrictions on St. Jude's ability to
initiate legal proceedings related to the MTAs including, but not
limited to, a federal court lawsuit against Penn in the Western District
of Tennessee at any time after 3: OOpm EST on Tuesday January 31,
2012, in the event that Penn has not executed a Stand Still Agreement
and delivered a pdf copy of such executed Stand Still Agreement by e-
mail to both Mr. Hermes and me by that time. St. Jude acknowledges
that Penn's agreement to the teems of this e-mail does not preclude
Penn fYOm contesting jurisdiction in the Western District of Tennessee
with respect to any complaint filed in that district by St. Jude in
connection with this matter. PLEASE CONFIRM THAT THIS E-
MAIL ACCURATELY DESCRIBES THE UNDERSTANDING
REACHED AMONG YOU, ME AND MR. HERMES BY REPLY E-
MAIL. YOUR REPLY E-MAIL SHOULD STATE "UNDERSTOOD
AND CONFIRMED" AND SHOULD BE SENT TO MR. HERMES
AND ME BY "REPLYING TO ALL." You have represented to us
during our telephone conversation that you have the authority to bind
Penn to the terms set forth in this e-mail. We will keep the telephone
line open with you until such time as we receive your requested reply.

Declaration of Glenn L. Krinsky, ¶¶ 2-3 and Ex. 1 (italics added). Ms. White duly responded by

email, "Understood and confirmed." Id. When the deadline for settlement passed, St. Jude took

its agreed-upon opportunity to sue first.

C~
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D. Filing Of The Two Actions

St. Jude filed the First Action in the Western District of Tennessee on July 11, 2012, and

served the summons and complaint on the University on July 12, 2012.4 St. Jude's single-count

complaint for damages and injunctive relief alleges that the University breached the 2003 and

2007 MTAs by failing to credit St. Jude as the source of the Receptor in publications, by failing

to give notice of any patent application involving the Receptor, and by attempting to

commercialize the. Receptor without St. Jude's consent. St. Jude's Complaint ¶¶ 13-70.

The University filed this action on July 19, 2012, and served the summons and complaint

on St. Jude on July 30, 2012. On August 20, 2012, St. Jude moved to dismiss or stay this

second-filed action in deference to the First Action as required by law, and to dismiss the

University's two claims —one for tortious interference and the other for a declaratory judgment —

because they were required to be filed, if at all, as compulsory counterclaims in the First Action.

In the alternative, St. Jude moved to dismiss the University's tortious interference count with

prejudice for failure to state a claim on which relief could be granted. Rather than oppose these

motions, the University elected to file an Amended Complaint on September 6, 2012. It

apparently did so in order to bolster its tortious interference count with additional allegations in

an effort to save that count from dismissal with prejudice, should the Court reach St. Jude's

alternative motion to dismiss on the merits.s

The two counts of the University's Amended Complaint overlap entirely with those of St.

Jude in the First Action, and arise out of the same 2003 and 2007 MTAs. Count II denies

St. Jude's breach-of-contract claims and seeks a declaratory judgment that the University did not

4 See Affidavit of Service filed in the First Action on July 19, 2012 (copy attached as
Exhibit B), of which St. Jude requests judicial notice.

5 The University's effort to resuscitate its tortious interference claim fails. See Section III
below.

7
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materially breach the MTAs; it is effectively nothing more than an answer to St. Jude's

complaint in the First Action. University's Amended Complaint ¶¶ 69-75.

Count I expressly depends for its very existence on the filing of the First Action. In it,

the University incorporates its denials that it is breaching the MTAs by attempting to

commercialize the Receptor without St. Jude's consent, and then claims St. Jude has "tortiously

interfered" with the University's commercialization negotiations with Novartisb by the very

filing of the First Action. Count I seeks compensatory and punitive damages based upon this

premise. Id. ¶¶ 59-68.

On August 2, 2012, the University filed a motion in the Western District of Tennessee to

dismiss the First Action for want of personal jurisdiction, and in the alternative to transfer the

First Action to this district, attached as Exhibit C. On September 4, 2012, St. Jude filed its

opposition to the motion, attached as Exhibit D, and on September 21, 2012, the University filed

its reply to that opposition, attached as Exhibit E.~

II. THIS ACTION SHOULD BE DISMISSED WITHOUT PREJUDICE, OR STAYED

PENDING THE TENNESSEE COURT'S RULING ON THE UNIVERSITY'S

MOTION TO DISMISS THE FIRST ACTION

A. In Deference To The First Action, The University's Complaint Should Be

Dismissed Without Prejudice Under The Long-Established First-Filed Rule

St. Jude filed and served the First Action in Tennessee a week before the University filed

this lawsuit. It is well established that "[i]n all cases of federal concurrent jurisdiction, the court

which first has possession of the subject must decide it."g EEOC, 850 F.2d at 971 (quoting

6 The University's original Complaint referred to Novartis only as an unnamed "Strategic

Partner." Complaint ¶ 25.

~ St. Jude requests judicial notice of the parties' filings on the motion. See, e.g., S. Cross

Overseas Agencies, Inc. v. Wah Kwong Shipping Grp. Ltd., 181 F.3d 410, 426 (3d Cir. 1999)

("To resolve a 12(b)(6) motion, a court may properly look at public records, including judicial

proceedings, in addition to the allegations in the complaint.").

g Two or more cases have "concurrent jurisdiction" where the cases involve the same

parties and the same issues. Koresko, 403 F. Supp. 2d at 399.

8
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Crosley, 122 F.2d at 929); Koresko, 403 F. Supp. 2d at 399. Exceptions to this rule are "rare"

because "due consideration to the orderly administration of justice counsels in favor of ordinarily

respecting the first-filed rule." Colony Nat'l Ins., Co. v. UHS Children Servs., No. 09-2916,

2009 WL 3007334, at *2 (E.D. Pa. Sept. 11, 2009) (quoting Koresko, 403 F. Supp. 2d at 400);

see also Peregrine Corp. v. Peregrine Indus., Inc., 769 F. Supp. 169, 171-72 (E.D. Pa. 1991)

(noting that "[i]nvocation of the rule will usually be the norm, not the exception." (quoting

EEOC, 850 F.2d at 969)); Servian v. Health Data Sciences Corp., No. 92-2693, 1992 WL

174705, at *2 (E.D. Pa. July 21, 1992) ("In the absence of an extraordinary situation ...this

Court is unable to grant any discretionary relief from the ̀ first filed' rule."); Colony Nat'l Ins.,

Co., 2009 WL 3007334 at *2 (for a court "to depart from the [first-filed] rule, a showing of

`exceptional circumstances' is generally required") (citing EEOC, 850 F.2d at 979)); Zelenkofske

Axelrod Consulting L.L.C. v. Stevenson, No. 99-3508, 1999 WL 592399, at *2 (E.D. Pa. Aug. 5,

1999) (acknowledging that departures from the first-filed rule "are ̀ rare' and the second action

should proceed only in ̀ exceptional circumstances."' (quoting EEOC, 850 F.2d at 979).

Strong policies counsel in favor of the first-filed rule:

The economic waste involved in duplicating litigation is obvious.
Equally important is its adverse effect upon the prompt and
efficient administration of justice.... Courts already heavily
burdened with litigation with which they must of necessity deal
should therefore not be called upon to duplicate each other's work
in cases involving the same issues and the same parties.

Crosley, 122 F.2d at 930. Moreover, it "is of obvious importance to all the litigants to have a

single determination of their controversy, rather than several decisions which if they conflict may

require separate appeals to different circuit courts of appeals." Id.; see also EEOC, 850 F.2d at

977 (noting that "the [first-filed] rule's primary purpose is to avoid burdening the federal

judiciary and to prevent the judicial embarrassment of conflicting judgments").

D
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The principles underlying the first-filed rule are implicated "where the subject matter of

the later filed case substantially overlaps with that of the earlier one." Villari Brander &Kline,

P.C. v. Plainfield Specialty Holdings II, Inc., No. 09-2552, 2009 WL 1845236, *6 (E.D. Pa. June

26, 2009) (emphasis added); QVC v. Patiomats.com, LLC, No. 12-3168, 2012 WL 3155471, at

*3 (E.D. Pa. August 3, 2012) (applying the first-filed rule sua sponte). The rule does not require

that the claims and issues in both actions overlap entirely, or that the first and second filed

actions be "mirror image cases where the parties and the issues perfectly align." Id. Rather, "the

substantive touchstone of the first-to-file inquiry is [the] subject matter" of the two cases. Id. at

*3 (citations omitted); see also Catanese v. Unilever, 774 F. Supp. 2d 684, 689 (D.N.J. 2011)

("[O]verlapping subject matter is the key; exact identity of claims is not required."); Freedom

Mortg. Corp. v. Irwin Fin. Corp., No. 08-146, 2009 WL 763899, at *4 (D. Del. Max. 23, 2009)

("Complete identity of the parties and issues ... is not required for the ̀ first-filed' rule to

apply ").

Where, as here, none of the recognized equitable exceptions to the application of the

first-filed rule is present, the courts of the Third Circuit rarely decline to apply it. Sonion

NedeYland BV v. Arius Techs. LLC, No. 11-67, 2011 WL 5826047, at *4 (D. Del. Nov. 18,

2011). "The long-standing, general rule in the Third Circuit is that, absent special circumstances,

the court which first has possession of the subject matter must decide it." Fun-Damental Too v.

Universal Music Group, No. 97-1595, 1997 WL 181255, at *6 (E.D. Pa. Apr. 10, 1997) (Dalzell,

J.) (enjoining asecond-filed suit in California, which involved "the same parties and the same

issues" already before the court) (citing Crosley, 122 F.2d at 929) (emphasis added). Accord

Koresko, 403 F. Supp. 2d at 399; Colony Nat'l Ins., Co., 2009 WL 3007334 at *2; Hanover Fire

& Cas. Ins. Co. v. Sieron, No. 06-2758, 2007 WL 120058, at *2 (E.D. Pa. Jan. 9. 2007).

The facts here mandate that the first-filed rule be applied to dismiss the University's

Complaint without prejudice. The University agreed that St. Jude would have the opportunity to

10
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file first in Tennessee if the case were not settled. St. Jude did indeed file first. The University's

second-filed Complaint completely overlaps the First Action. The two actions arise out of the

same two contracts between the same two parties. The University's Count II is nothing more

than a denial that it breached the contracts as alleged in St. Jude's Complaint. The University's

Count I claims that it did not breach the MTAs by commercializing the Receptor without St.

Jude's consent, and that St. Jude's filing of the First Action in and of itself tortiously interfered

with the University's commercialization efforts. In addition, as explained in Section II.B below,

both counts are compulsory counterclaims in the First Action. Accordingly, this action should be

dismissed in deference to the First Action pending in the Western District of Tennessee.

B. The University's Claims Should Be Dismissed Without Prejudice As
Compulsory Counterclaims In The First Action In Tennessee

Federal Rule of Civil Procedure 13(a) dictates that a "pleading must state as a

counterclaim any claim that — at the time of its service —the pleader has against any opposing

party, if the claim arises out of the transaction or occurrence that is the subject matter of the

opposing party's claim and does not require adding another party over whom the court cannot

acquire jurisdiction." Fed. R. Civ. P. 13(a). The key purpose of the rule is to promote judicial

economy. Transamerica Occidental Life Ins. Co. v. Aviation Office ofAm., Inc. , 292 F.3d 384,

389 (3d Cir. 2002); see also Great Lakes Rubber Corp. v. Herbert Cooper Co., 286 F.2d 631,

633-34 (3d Cir. 1961) (explaining that the compulsory counterclaim is intended to abolish the

"evil [ofJ piecemeal litigation in the federal courts"); Vukich v. Nationwide Mut. Ins. Co., 68 Fed.

App'x 317, 319 (3d Cir. 2003) (construing compulsory counterclaims liberally, "in supporting

the notions of judicial economy"). The rule effectuates this purpose by "prevent[ing]

multiplicity of actions and [] achiev[ing] resolution in a single lawsuit of all disputes arising out

of common matters." Transamerica Occidental Life Ins. Co., 292 F.3d at 393 (quoting Southern

Construction Co. v. Pickard, 371 U.S. 57, 60 (1962)).

11
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Under the rule, a compulsory counterclaim exists where "multiple claims involve many

of the same factual issues, or the same factual and legal issues, or where they are offshoots of the

same basic controversy between the parties." Vukich, 68 Fed. App'x at 319 (citation and internal

quotations omitted); see Great Lakes Rubber Corp., 286 F.2d at 633 (defining a compulsory

counterclaim as arising "out of the transaction or occurrence that is the subject matter of an

opposing party's claim"). To meet this standard, "there need not be precise identity of issues and

facts between the claim and the counterclaim; rather, the relevant inquiry is whether the

counterclaim bears a logical relationship to an opposing party's claim." Transamerica

Occidental Life Ins. Co. , 292 F.3d at 389 (internal quotation omitted).

Here, the University's claims involve the same factual and legal issues as St. Jude's claim

in the First Action, and arise out of the same dispute between the parties. Indeed, as explained

above, the University's claims arise out of the same two MTAs, and are simply the "flip side" of

St. Jude's already pending claims in the First Action. In the First Action, St. Jude claims the

University breached the MTAs; in this action, the University seeks a declaratory judgment that it

did not. In the First Action, St. Jude claims the University breached the MTAs by, among other

things, commercializing the subject materials without St. Jude's consent; in this action, the

University claims its commercialization efforts did not breach the MTAs, and further claims the

First Action is an unlawful interference with its ongoing commercialization effort.

Where claims axise out of contracts that are already the subject of pending litigation

initiated by the adverse party, courts routinely hold such claims to be Rule 13(a) compulsory

counterclaims. See, e.g., Transamerica Occidental Life Ins. Co., 292 F. 3d at 393 (determining

that the compulsory counterclaim rule applied where the same set of reinsurance agreements

were at issue in both actions); Vukich, 68 Fed. App'x at 319 (applying the compulsory

counterclaim rule where two separate actions required interpretation of the same employment

agreement between the parties); Servian, 1992 WL 174705, at * 1 (concluding that counterclaims

12
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were compulsory where both parties sought relief under the same series of prior agreements);

Abbot v. Neal, No. 90-6619, 1991 WL 42409, * 1-2 (E.D. Pa. Mar. 26; 1991) (identifying

counterclaims as compulsory where all claims involved a dispute over rights under the same fee

agreement).

In particular, breach of contract and declaratory judgment claims based on the same

underlying contracts are commonly identified as arising from the same transaction or occurrence.

See, e.g., Transamerica Occidental Life Ins. Co., 292 F.3d at 393 ("[T]here is no question that

the two actions arise out of the same contracts" where one party sues for breach and the other

party seeks a declaratory judgment of no liability under the contracts); Zelenkofske Axelrod

Consulting, L.L.C., 1999 WL 592399 at *2 (recognizing claims for breach of contract and

declaratory judgment as "clearly offshoots of the same basic controversy between the parties");

Abbot, 1991 WL 42409 at *2 (E.D. Pa. Mar. 26, 1991) ("A closer connection between two

claims could not be contemplated" where one party sues for breach of contract and the other

party sues for a judicial declaration of no liability under the same contract).

Similarly, claims for tortious interference commonly arise out of the same transaction or

occurrence as a parallel dispute between the same parties. See, e.g., Great Lakes Rubber, 286

F.2d at 634 (determining that a compulsory relationship between the claims is "unquestionable"

where a second party claims that the opposing party's claims were brought merely to harass and

prevent second party from competing in common market); GMAC Bank v. HTFC Corp., No. 06-

5291, 2007 WL 3197153, at * 1-2 (E.D. Pa. Nov. 1, 2007) (identifying a proposed counterclaim

as compulsory where first party asserted breach of contract, and second party counterclaimed for

tortious interference with third-party contracts); Crutcher v. Aetna Life Ins. Co., 746 F.2d 1076,

1079-80 (5th Cir. 1984) (barring a later claim for tortious interference where it was a compulsory

counterclaim to an earlier claim based on contract); Shmuel Shmueli, Basche, Inc. v. Lowenfeld,

68 F. Supp. 2d 161, 165 (E.D.N.Y. 1999) (identifying tortious interference claims as compulsory

13
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counterclaims in original action, where the claims derived "from a contractual transaction

allegedly disrupted by [the original] proceedings").

By these standards, the University's claims here are unquestionably compulsory

counterclaims that must be litigated, if at all, in the First Action in Tennessee. Therefore, this

action should be dismissed. See, e.g. , Vukich, 68 Fed. App'x at 319 (affirming dismissal of

complaint where claims constituted compulsory counterclaims in separate action); Transamerica

Occidental Life Ins. Co., 292 F.3d at 394 (same); Servian, 1992 WL 174705 at *2-3 (dismissing

complaint where it included compulsory counterclaims to be raised in action pending elsewhere);

Abbot, 1991 WL 42409 at *3 (same); Moose Mt. Mktg., Inc. v. Alpha Intl, Inc., No. 03-4035,

2005 WL 3588491 at * 1 (D.N.J. Dec. 29, 2005) (dismissing suit under compulsory counterclaim

rule; explaining that, "[s]hould a court discover that an action before it is pending in another

federal suit, it will stay its own proceedings or dismiss the claim with leave to plead it in the

prior action") (internal quotation omitted).

Coupled with the first-filed rule, the compulsory counterclaim rule compels dismissal of

this action. See, e.g., Shire U.S., Inc. v. Johnson Matthey, Inc., 543 F. Supp. 2d 404, 411 (E.D.

Pa. 2008) (granting motion to dismiss pursuant to first-filed rule where a Texas action "was

earlier-filed, the two actions concern the same subject matter, and no exception from the ordinary

application of the rule is warranted"); Colony Nat'l Ins., 2009 WL 3007334 (dismissing case

where there were no exceptional circumstances justifying departure from the first-filed rule);

Servian, 1992 WL 174705 (same).

C. At The Very Least, This Court Should Stay These Proceedings Until The
Tennessee Court Rules On The University's Motion To Dismiss The First
Action For Lack Of Personal Jurisdiction

Should this Court be reluctant to dismiss this action without prejudice, it should, at a

minimum, stay all proceedings in this action until the Tennessee court decides in the First Action

whether it has jurisdiction over the University. This Court plainly has the power to stay

14
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proceedings before it when doing so will promote judicial economy and orderly resolution of

claims. "[T]he power to stay proceedings is incidental to the power inherent in every court to

control the disposition of the causes on its docket with the economy of time and effort for itself,

for counsel, and for litigants. How this can best be done calls for the exercise of judgment,

which must weigh competing interests and maintain an even balance." Texaco, Inc. v. Borda,

383 F.2d 607, 608 (3d Cir. 1967) (quoting Landis v. N. Am. Co., 299 U.S. 248, 254-55 (1936)),

quoted in Saunders v. Ciry of Philadelphia, No. 97-3251, 1997 WL 400034 (E.D. Pa. July 11,

1997) (Dalzell, J.). "In the exercise of its sound discretion, a court may hold one lawsuit in

abeyance to abide the outcome of another which may substantially affect it or be diapositive of

the issues." Bechtel Corp. v. Local 21 S, Laborers' Intl Union, 544 F.2d 1207, 1215 (3d Cir.

1976).

The jurisdiction of the Tennessee district court is for that court to determine; after that,

there may be little for this Court to decide. See, e.g., Peregrine, 769 F. Supp. at 173 (setting

aside challenge to first-filed rule based on lack of personal jurisdiction in the court of first filing

and noting that "if personal jurisdiction over [first-filed defendant] becomes an issue in the [first-

filed action], then that issue should be decided by the district court in the [first-filed venue], not

by this court"); RJFHoldings III, Inc. v. Refi^actee, Inc., No. 03-1600, 2003 WL 22794987 at *4

(E.D. Pa. Nov. 24, 2003) (rejecting argument that first-filed court lacked proper personal

jurisdiction, instructing that "[o]bjections to the jurisdiction of the [court of first filing] should be

presented to and decided by that court").

* ~ ~

Both the first-filed rule and the compulsory counterclaim rule independently dictate that

the University's claims here should be litigated in the First Action in Tennessee. Accordingly,

this action should be dismissed without prejudice or, at a minimum, stayed pending the

determination by the Tennessee court of its jurisdiction.
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III. COUNT I OF THE UNIVERSITY'S AMENDED COMPLAINT FAILS TO STATE

A CLAIM ON WHICH RELIEF CAN BE GRANTED

As noted above, Count II of the University's Amended Complaint is nothing more than a

sweeping denial of St. Jude's breach-of-contract claims in the guise of a claim for a declaratory

judgment. It stands or falls on the merits of St. Jude's First Action in Tennessee. Similarly, the

University's Count for "tortious interference" is premised entirely on St. Jude's filing of the First

Action; if St. Jude prevails in the First Action, there was no tortious interference. However,

Count I of the Amended Complaint, like the original Complaint before it, suffers additional

infirmities in that it is barred by the Noe~r-Pennington doctrine and fails to state a claim for

relief under both federal pleading standards and state substantive law. On the facts of this case,

these deficiencies are not curable by yet further amendment. Count I of the Amended Complaint

should therefore be dismissed with prejudice.

A. The Noerr-Pennington Doctrine Bars The University's Purported Claim For

Tortious-Interference-By-Lawsuit

1. The Noerr-Pennington Doctrine Is, On Its Face, Applicable To The

University's Claim

More than fifty years old, the Noerr-Pennington doctrine protects those who petition the

government for redress from liability that might otherwise arise from that petition. E.R.R.

Presidents Conference v. Noerr Motor Freight, Inc., 365 U.S. 127, 137-38 (1961); United Mine

Workers v. Pennington, 381 U.S. 657, 669-70 (1965). Noerr-Pennington immunity extends to

all forms of petitions for redress, whether to the legislature, to an administrative agency, or to the

courts. Cal. Motor Transp. Co. v. Tucking Unlimited, 404 U.S. 508, 510 (1972). The Third

Circuit has recognized that the immunity extends to state common law claims of unfair

competition, tortious interference, and other commercial torts, not just to federal antitrust claims.

See Cheminor Drugs, Ltd. v. Ethyl Corp., 168 F.3d 119, 128-29 (3d Cir. 1999) (affirming

dismissal of four state law tort claims on Noerr-Pennington grounds); see also Video Intl Prod.,

Inc. v. Warner-Amex Cable Commc'ns, Inc., 858 F.2d 1075, 1082 (5th Cir. 1988).
16
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The University's tortious interference claim in Count I is based entirely on St. Jude's

filing of the First Action, a petition for redress squarely within the immunity offered by Noerr-

Pennington and Cheminor Drugs. Count I therefore violates St. Jude's First Amendment right of

petition and must be dismissed.

2. As A Matter Of Law, The Sham Litigation Exception To Noerr-

Pennington Immunity Does Not Apply To This Case

There is a limited exception to Noerr-Pennington immunity for cases in which the

underlying litigation is, in the words of NoerN, a "mere sham to cover what is actually nothing

more than an attempt to interfere directly with the business relationships of a competitor."

Noerr, 365 U.S. at 144 (emphasis added). The sham litigation exception has "a very narrow

scope." VIM, Inc. v. Somerset Hotel Assn, 19 F. Supp. 2d 422, 426 (W.D. Pa. 1998) (declining

to apply the sham exception); see also Clipper Exxpress v. Rocky Mountain Motor Tariff Bureau,

Inc., 690 F.2d 1240, 1251 n.15 (9th Cir. 1982); Razorback Ready Mix Concrete Co. v. Weaver,

761 F.2d 484, 486-87 (8th Cir. 1985); Bright v. Moss Ambulance Serv., Inc., 824 F.2d 819, 823

(10th Cir. 1987). "If an objective litigant could conclude that the suit is reasonably calculated to

elicit a favorable outcome, the suit is immunized under Noerr, and [a claim] premised on the

sham exception must fail." Prof'l Real Estate Investors, Inc. v. Columbia Pictures Indus., 508

U.S. 49, 60-61 (1993) ("PREP'). "[S]ham litigation must constitute the pursuit of claims so

baseless that no reasonable litigant could realistically expect to secure favorable relief." Id. at

62. Underlining the narrow scope of the exception, the court in Cheminor declined to apply the

sham exception to an administrative petition even where it was alleged that the petition contained

affirmative misrepresentations. 168 F.3d at 123-24.

Courts routinely dismiss tortious interference claims when they are based on non-sham

litigation. Pennpac Intl, Inc. v. Rotonics Mfg., Inc., No: 99-2890, 2001 WL 569264 (E.D. Pa.

May 25, 2001) (granting summary judgment on tortious interference claims where Noerr-

17

Case 2:12-cv-04122-SD   Document 9   Filed 09/24/12   Page 29 of 46Case 2:13-cv-01502-SD   Document 16-7   Filed 06/11/13   Page 30 of 47



Pennington immunity protected anon-sham threat of patent enforcement litigation); Jeep Eagle

17, Inc. v. Chrysler Fin. Servs. Ams., L.L.C., No. 09-23708 (DHS), 2010 WL 4864171 (Bankr.

D.N.J. Nov. 23, 2010) (granting summary judgment on tortious interference claims because the

underlying litigation was not "objectively baseless" and the action was thus protected under

Noerr-Pennington); Pennwalt Corp. v. Zenith Labs., Inc., 472 F. Supp. 413 (E.D. Mich. 1979)

(dismissing tortious interference claim because the lawsuit forming the basis for the tort claim

was not a sham and was therefore protected under Noerr-Pennington); Atico Intl USA, Inc. v.

LUV N' Care, Ltd., No. 09-60397-CIV-CORN/SELTZER, 2009 WL 2589148 (S.D. Fla. Aug.

19, 2009) (same).

The sham exception may be evaluated as a matter of law where, as here, there is no

factual dispute material to the question of its applicability. PREI, 508 U.S. at 63. In order to

avoid dismissal at this stage, the University must "allege facts which, if proven, [would] show

that [St. Jude] is not entitled to Noerr-Pennington immunity under the sham litigation

exception." Rochester Drug Co-op., Inc. v. Braintree Labs., 712 F. Supp. 2d 308, 320 (D. Del.

2010).

The Amended Complaint does not and cannot truthfully allege such facts. By their terms,

the 2003 and 2007 MTAs apply to "any progeny, portions, [and] unmodified derivatives" of Dr.

Campana's chimeric receptor construct, 2003 MTA ¶ 1; 2007 MTA ¶ 1, as well as any product

that "contains a portion of the Materials, is derived from the Materials, or which could not have

been produced but for the use of the Materials," 2007 MTA ~ 5. In addition, under the 2003

MTA, the University is prohibited from "us[ing]" the Material "for any commercial purpose," is

prohibited from "commercializ[ing] any product that contains Materials without the prior written

approval of St. Jude," and is required to notify St. Jude of any patent application "which claims

subject matter that contains or incorporates the Material or which claims a method of

manufacture or use of the Materials." 2003 MTA ¶ 4, 8. Thus, in order to survive a motion to
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dismiss, the Amended Complaint would have to allege facts that, if proven, would show that "no

reasonable litigant" could have believed that any portion of Dr. June's reseaxch (a) included

progeny, portions, or unmodified derivatives of the Receptor, (b) contained the Receptor,

(c) incorporated the Receptor, (d) used the Receptor, (e) included a portion of the Receptor,

(~ was derived from the Receptor, or (g) could not have been produced but for use of the

Receptor. Proof of any of these would entitle St. Jude to "favorable relief' in the First Action.9

The Amended Complaint fails to make such allegations. Indeed, to the contrary, it

includes a number of allegations specifically supporting St. Jude's position that some or all of the

products of Dr. June's research were covered by the MTAs. The University admits that it

requested the Receptor so that Dr. June's laboratory "could modify [it] to create a lentiviral

vector." Amended Complaint ¶ 12 (emphasis added). It also admits that Dr. June's research

involved "modification of excised segments of the Campana Construct." Id. ¶ 15 (emphasis

added). And, in its November 22, 2011 letter to St. Jude, attached to the Amended Complaint as

Exhibit F, the University expressly states that the construct being used in clinical trials had been

"modified from that provided by Dr. Campana." Exhibit F at 2 (emphasis added). The

University thus admits in its own complaint and correspondence that portions of the so-called

"Penn Immunotherapy" were intended to be and actually were derived from St. Jude's Receptor.

Moreover, while the University alleges that the Penn Immunotherapy "could have been produced

without any use of the Materials," Amended Complaint ¶ 22 (emphasis added), it conspicuously

fails to allege that the "Penn Immunotherapy" actually was produced without any use of the

9 The Amended Complaint does not contend that, to the extent Dr. June's research is

covered by the MTAs, the University has complied with all of the MTAs' requirements. Rather,

the University appears to rely entirely for its claims here on the argument that Dr. June's

research is not covered by the MTAs and is therefore exempt from its requirements. Thus, if any

reasonable litigant could conclude that the MTAs governed any facet of Dr. June's research,

Noerr-Pennington bars the University's claim.
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Materials. The clear implication of the University's allegations is that the "Penn

Immunotherapy" was created using the Materials. See Amended Complaint ¶¶ 20-22.

The University is free to argue in the First Action that its use and modifications of the

Receptor are not encompassed by the MTAs. However, it is preposterous to contend that it is

"objectively unreasonable" for St. Jude to have alleged in the First Action that the MTAs'

references to "progeny" and "portions" of the Materials, constructs "derived from" the Materials,

and "use" of the Materials, bring these modifications within the Agreements' scope. Put simply,

since the University repeatedly concedes "modification," how can it possibly be a "sham" for St.

Jude to allege "derived from"?

Separately, the University's November 22, 2011 letter details the acknowledgement of

Dr. Campana's contribution that the University claims to have been included in Dr. June's

published reports and asserts that "the acknowledgement requirement of the MTA has been

satisfied." Amended Complaint, Exhibit F at 1. If, as the University now contends, Dr. June's

research was not covered by the MTAs at all, see, e.g., Amended Complaint ¶¶ 22, 43, there

would have been no "acknowledgement requirement" to satisfy. Thus, less than a year ago, the

University understood that Dr. June's research, including the research described in the New

England Journal of Medicine, was covered by the MTAs. Such an understanding could hardly

be further from the University's current litigation position that it is objectively unreasonable to

believe that the research is covered by the MTAs at all. The Amended Complaint's allegations

cannot un-write the University's past belief. See ALA, Inc. v. CCAIR, Inc., 29 F.3d 855, 859 n.8

(3d Cir. 1994) ("Where there is a disparity between a written instrument annexed to a pleading

and an allegation in the pleading based thereon, the written instrument will control.").

The University's allegations do not, as they must to avoid the high barrier of Noerr-

Pennington, lead to the conclusion that no reasonable litigant in St. Jude's position could believe

that Dr. June's research was covered by the MTAs. Only paragraph 16 of the Amended
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Complaint alleges any purported factual basis for a conclusion that the "June Construct" is not

covered by the MTAs. Paragraph 16 alleges "[t]he June Construct and the Campana Construct

are different in important ways." The paragraph goes onto enumerate a handful of alleged

differences, but when it comes to the Receptor (or CAR) that is the heart of St. Jude's Materials,

it says only that the CAR expressed in the June Construct has "a different sequence of base

pairs." Id. In fact, as one of the University's own patent applications makes clear, the only

difference between the Receptor and the corresponding CAR in the "June Construct" is a single

base pair among 1400 base pairs. This change in one base pair was apparently an unintended

accident that did not affect the functionality of the Receptor. This so-called "difference" hardly

takes the June Construct outside the coverage of the MTAs and, a fortiori, certainly does not

make it a sham to allege otherwise.

In any event, the alleged differences enumerated in paragraph 16 of the Amended

Complaint, even if proven, would do nothing to establish that the University's technology does

not include "progeny, portions, [or] unmodified derivatives" of the Receptor, is not "derived

from the [Receptor]," and would have been able to be "produced" without use of the Receptor,

2003 MTA ¶ 1; 2007 MTA ¶¶ 1, 5, much less that no reasonable basis exists for concluding that

any one of these facts —each of which would bring the technology within the ambit of the MTAs

— could be true. The University's conclusory allegation that the "Penn Immunotherapy does not

contain a portion of the Materials, is not derived from the Materials, and could have been

produced without any use of the Materials," Amended Complaint ¶ 22, does nothing to establish

that St. Jude's belief to the contrary is objectively unreasonable.

In an attempt to avoid these key facts, which are fatal to its claim, the University falls

back on a series of allegations regarding St. Jude's alleged lack of a proper basis for seeking

injunctive relief in the First Action. Amended Complaint ¶¶ 48, 49, 51-53. The allegations lend

the University's position no support.
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First, straining to argue that St. Jude has no basis for injunctive relief, the University

alleges, without support, that St. Jude has not filed a motion for preliminary injunction in the

First Action "because St. Jude knew that it had no basis to prevent any commercialization or

exploitation of the Penn Immunotherapy." Amended Complaint ¶ 50. However, the University

maintains that Tennessee courts lack personal jurisdiction over it. It was entirely reasonable for

St. Jude to delay filing a preliminary injunction motion until the jurisdictional issue is resolved.

Second, the University alleges without factual basis in paragraphs 48-53 of the Amended

Complaint that injunctive relief is inappropriate. These conclusory allegations are not entitled to

the assumption of truth in deciding this motion to dismiss. Morse v. Lower Merion Sch. Dist.,

132 F.2d 902, 906 (3d Cir. 1997) ("[A] court need not credit a complaint's ̀ bald assertions' or

`legal conclusions' when deciding a motion to dismiss." (quoting In re Burlington Coat Factory

Sec. Litig., 114 F.3d 1410, 1429-30 (3d Cir. 1997))).

Third, the University's "bald assertions" are directed only to St. Jude's request for

injunctive relief. They are insufficient to establish that the entire First Action was a sham. PREI

requires only that a litigant have an objectively realistic expectation of "favorable relief' or "a

favorable outcome." 508 U.S. at 60-62. The First Action seeks money damages in additional to

injunctive relief. Tennessee Complaint at page 14. See Eden Hannon & Co. v. Sumitomo Trust

& Banking Co., 914 F.2d 556, 565 (4th Cir. 1990) (holding that where plaintiff had succeeded on

one of its four claims and won some of the relief it had sought, the lawsuit was "hardly a sham");

Dentsply Intl Inc. v. New Tech. Co., No. 96-272 MMS, 1996 WL 756766 (D. Del. Dec. 19,

1996) ("[L]itigation will not be considered a ̀sham' so long as at least one claim in the lawsuit

has objective merit.") (citing PREI, 508 U.S. at 60).

Fourth, the University's few allegations purportedly showing that the First Action is "so

baseless that no reasonable litigant could realistically expect to secure favorable relief," PREI,

508 U.S. at 62, are at best conclusory allegations of bad faith. They do not come close to stating
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facts showing that the litigation was a "sham" under the demanding Noerr-Pennington standard.

See Raines v. Switch Mfg., No. C-96-2648 DLJ, 1997 WL 578547, at *6 (N.D. Cal. July 28,

1997) ("[I]f a bare allegation of bad faith litigation were sufficient to defeat the Noerr-

Pennington bar, every claimant would be able to avoid the intent of the Supreme Court....").

Paragraph 39 alleges the bare conclusion that the University "has not committed any

material breach of the Agreements." This is nothing more than a denial, identical to that made in

answer to every breach of contract complaint in which the defendant contests breach. It falls far

short of an allegation that the First Action is a "sham." Indeed, even the fact that a lawsuit is

ultimately unsuccessful does not make it a sham. In PREI, the Supreme Court warned that "a

court must resist the understandable temptation to engage in post hoc reasoning by concluding

that an ultimately unsuccessful action must have been unreasonable or without foundation." 508

U.S. at 60 n.5 (internal quotation omitted).

Aside from paragraph 39, every other allegation in the Amended Complaint purporting to

advance the notion that St. Jude had no basis for filing the First Action is made "upon

information and belief." Amended Complaint ¶¶ 43-47, 50. While the Federal Rules permit

pleading "upon information and belief," such an allegation must be "`accompanied by a

statement of the facts upon which the belief is founded."' Navarra v. Marlborough Gallery, Inc.,

820 F. Supp. 2d 477, 485 (S.D.N.Y. 2011) (quoting Prince v. Madison Square Garden, 427 F.

Supp. 2d 372, 385 (S.D.N.Y. 2006)). The University's Complaint states no such facts supporting

the University's belief of any of these conclusory allegations.

In addition to lacking the required factual support, these allegations focus on St. Jude's

purported subjective awareness of the lack of basis for suit. However, this subjective focus is

contrary to the clear direction of PREI that only where a lawsuit is "objectively baseless in the

sense that no reasonable litigant could realistically expect success on the merits" does an inquiry

into subjective intent follow. PREI, 508 U.S. at 60; see also Herr v. Pequea Twp., 274 F.3d 109,
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118 (3d Cir. 2001) (noting that the initial inquiry required by PREI is "wholly objective"). Here,

because the University has completely failed to allege facts that, if proven, would establish

objective baselessness, no inquiry into St. Jude's subjective intent or beliefs is permitted.

The University has not begun to meet its burden under Noer~-Pennington's "sham

litigation" exception to plead objective facts that would establish that "no reasonable litigant

could realistically expect to secure favorable relief," PREI, 508 U.S. at 62, in the First Action.

Accordingly, under the Noerr-Pennington doctrine, Count I of the Amended Complaint —the

University's claim for tortious interference — should be dismissed.

B. The University's Amended Complaint Fails To State A Claim For Tortious
Interference Under Federal Pleading Standards And Tennessee Law

1. Tennessee Law Governs The University's Claim For Tortious
Interference

In this diversity case, the choice of law regime of the forum state, Pennsylvania, governs.

Lacey v. Cessna Aircraft Co., 932 F.2d 170, 187 (3d Cir. 1991) (citing Klaxon Co. v. Stentor

Elec. Mfg Co., 313 U.S. 487 (1941)). In cases alleging the tortious filing of litigation,

Pennsylvania courts have generally applied the law of the state in which the allegedly wrongful

litigation was filed. See, e.g., Rosen v. Tesoro Petroleum Corp., 582 A.2d 27 (Pa. Super. Ct.

1990). In Rosen, which involved an allegedly tortious action filed in Texas, the court relied on

"Texas' interest in maintaining liberal access to its court system, in protecting the expectations of

Texas litigants and their counsel regarding the circumstances under which they will be held

accountable for malicious prosecution, and in ̀ regulating the use of its process and in

determining when its judicial system is maliciously used."' Id. at 31 (quoting Denenberg v. Am.

Family Corp. of Columbus, Ga., 566 F. Supp. 1242, 1248 (E.D. Pa. 1983)); see also Lohman v.

Twp. of Oxford, 816 F. Supp. 1025, 1031 (E.D. Pa. 1993); Bolanos v. Gulf Oil Corp., 502 F.

Supp. 689, 692 (W.D. Pa. 1980).
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Applying the law of the state in which the allegedly wrongful litigation was filed is

consistent with the position of the Restatement of Conflict of Laws concerning the closely

related torts of malicious prosecution and abuse of process. The Restatement creates a

presumption that "[t]he rights and liabilities of the parties for malicious prosecution or abuse of

process are determined by the local law of the state where the proceeding complained of

occurred ...." Restatement (Second) of Conflict of Laws § 155 (1971); Wolk v. Teledyne

Indus., 475 F. Supp. 2d 491, 512 (E.D. Pa. 2007).10 As the comments explain, "The state where

the proceeding complained of occurred has a natural interest in determining the extent to which

resort to its legal processes is to be inhibited by the possibility that a person making use of these

processes will be held liable for malicious prosecution or abuse of process." Restatement, at

§ 155, cmt. b. This rationale applies equally to a claim for tortious interference based entirely on

the filing of a lawsuit. This case presents no special circumstance that warrants deviation from

the Rosen line of cases or the Restatement's general rule. Therefore, Tennessee law, as the law

of the jurisdiction where the allegedly tortious complaint was filed, should be applied.

2. To State A Claim For Tortious Interference Under Tennessee Law,
The University Must State Facts Showing Improper Means

In order to make a claim for tortious interference in Tennessee, a plaintiff must plead,

inter alia, that the defendant has used "improper motive or means."11 However, two privileges

to Pennsylvania uses a "hybrid approach that ̀ combines the approaches of both [the
Second Restatement] (contacts establishing significant relationships) and "interest analysis"
(qualitative appraisal of the relevant States' policies with respect to the controversy)."' Id.
(quoting Lacey, 932 F.2d at 187.)

11 In Trau-Med ofAmerica, Inc. v. Allstate Insurance Co., 71 S.W.3d 691 (Tenn. 2002),
the Tennessee Supreme Court set out the general elements of the tort of interference with
contractual relations. It held that "liability should be imposed on the interfering party provided
that the plaintiff can demonstrate the following: (1) an existing business relationship with
specific third parties or a prospective relationship with an identifiable class of third persons;
(2) the defendant's knowledge of that relationship and not a mere awareness of the plaintiffls
business dealings with others in general; (3) the defendant's intent to cause the breach or
termination of the business relationship; (4) the defendant's improper motive or improper means;
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applicable to this case — (a) the competitor's privilege, and (b) St. Jude's privilege to assert a

legal interest — require that, regardless of St. Jude's motive, the Amended Complaint must

adequately plead improper means in order to survive.

(a) Competitor's Privilege

In Trau-Med ofAmerica, Inc. v. Allstate Ins. Co., 71 S.W.3d 691, 700 (Tenn. 2002), the

court described a claim for intentional interference as requiring "improper conduct extending

beyond the bounds of doing business in a freely competitive economy." The tort "should not be

interpreted in such a way as to prohibit or undermine the ability to contract freely and engage in

competition." Watson's Carpet &Floor Coverings, Inc. v. McCormick, 247 S.W.3d 169, 178

(Tenn. Ct. App. 2007). This concern is in keeping with Tennessee courts' recognition of a broad

competitor's privilege. In Polk &Sullivan, Inc. v. United Cities Gas Co., 783 S.W.2d 538, 543

(Tenn. 1989), the Tennessee Supreme Court quoted with approval Section 768(1) of the

Restatement (Second) of Torts, which states:

One who intentionally causes a third person not to enter into. a
prospective contractual relation with another who is his competitor
or not to continue an existing contract terminable at will does not
interfere improperly with the other's relation if: (a) the relation
concerns a matter involved in the competition between the actor
and the other and (b) the actor does not employ wrongful means
and (c) his action does not create or continue an unlawful restraint
of trade and (d) his purpose is at least in part to advance his interest
in competing with the other.

Accordingly, where the parties are competitors, improper motive will not suffice; plaintiff must

also plead improper means.

and finally, (5) damages resulting from the tortious interference." Id. at 701 (internal citations
and footnotes omitted). The Pennsylvania courts define the fourth element of the Trau-Med test
in terms of acting "without a privilege to do so." Thompson Coal Co: v. Pike Coal Co., 412 A.2d
466, 470 (Pa. 1979). The effective result is the same: a requirement to demonstrate that the
defendant has acted outside the "`rules of the game' which society has adopted." Glenn v. Point
Park Coll. 272 A.2d 895, 899 (Pa. 1971); cf. Trau-Med, 71 S.W.3d at 700 (observing that the tort
applies to "improper conduct extending beyond the bounds of doing business in a freely
competitive economy").
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The comments to the Restatement make clear that competition is to be broadly defined:

"The rule stated in this Section applies whether the actor and the person harmed are competing as

sellers or buyers or in any other way, and regardless of the plane on which they compete."

Restatement (Second) of Torts § 768, cmt. c (1979); see Assembly Tech. Inc. v. Samsung

Techwin Co., No. 09-00798, 2009 WL 4430020 (E.D. Pa. Nov. 16, 2009) (noting that Section

768 applies whether the parties are competing for employees, clients, contractual business, or

customers and citing cases).

According to the University itself, St. Jude competes with it by soliciting private

investment to fund cancer research. Amended Complaint ¶ 25 ("[T]he University has actively

sought a strategic partner with infrastructure and resources that will fund additional clinical

trials....") cf. St. Jude's Complaint ¶ 81 ("If Dr. June and Penn commercially develop or exploit

the Materials, their actions and omissions will deprive St. Jude of substantial income to which it

is legally and equitably entitled...."). The Amended Complaint's allegations that St. Jude has

conducted no clinical trials using the Campana Construct and has not sought to commercialize

the Campana Construct, see Amended Complaint ¶ 46, do nothing to undermine the fact that the

University and St. Jude compete for a finite pool of cancer research funding. Because the

University and St. Jude are competitors under the Restatement's broad view, the University must

plead improper means, not merely improper motive. As discussed below, see pages 29-33 infra,

the University has failed to do so.12

12 Ironically, if St. Jude and the University were not competitors, the "baselessness"
exception to Noerr-Pennington would be foreclosed to the University. The sham litigation
exception —the University's only possible avenue to escape Noerr-Pennington —comes into play
only where "the baseless lawsuit conceals ̀ an attempt to interfere directly with the business
relationships of a competitor."' PREI, 508 U.S. at 60-61 (quoting Noerr, 365 U.S. at 144); see
also Noerr, 365 U.S. at 144 (establishing the sham exception, which applies where a petition or
litigation "is a mere sham to cover what is actually nothing more than an attempt to interfere
directly with the business relationships of a competitor"). Thus, if St. Jude and the University
were not competitors, the sham exception would, for yet another reason, be entirely unavailable.
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(b) Assertion Of A Legal Interest

Quite apart from the competitor's privilege, where, as here, plaintiff seeks to state a claim

for tortious interference based on defendant's assertion of a legal interest, plaintiff must also

plead facts showing improper means, not just improper motive. "One who, by asserting in good

faith a legally protected interest of his own or threatening in good faith to protect the interest by

appropriate means, intentionally causes a third person not to perform an existing contract or enter

into a prospective contractual relation with another does not interfere improperly with the other's

relation if the actor believes that his interest may otherwise be impaired or destroyed by the

performance of the contract or transaction." Restatement (Second) of Torts § 773 (1979). Thus,

where a party acts in good faith to safeguard a legally protected interest by appropriate means,

that action cannot form the basis for a tortious interference claim. Skiff re Bus., Inc. v.

Buckingham Ridgeview, LP, 991 A.2d 956, 967-68 (Pa. Super. Ct. 2010) (citing Peoples Mortg.

Co. v. Federal Nat. Mortg. Assn, 856 F. Supp. 910, 939-43 (E.D. Pa. 1994)). While the

Amended Complaint alleges, with no factual support, that St. Jude lacked a good faith basis to

seek injunctive relief in the First Action, see Amended Complaint ¶¶ 48-55, there are no

corresponding allegations regarding St. Jude's claims for monetary and other non-injunctive

relief.

Although the Tennessee courts have not explicitly adopted Section 773, this section is

strongly aligned with the notion in Trau-Med that only "unfounded litigation" can form the basis

for a tortious interference claim. 71 S.W.3d at 701 n.5 (emphasis added).13 Trau-Med gives

every indication that, if faced with the question, the Tennessee Supreme Court would adopt the

reasoning of Section 773 of the Restatement. Thus, merely pleading improper motive is

13 The Pennsylvania Superior Court has expressly adopted Section 773. See Walnut St.

Assocs., Inc. v. Brokerage Concepts, Inc., 982 A.2d 94, 101 (Pa. Super. Ct. 2009) aff'd, 20 A.3d

468 (Pa. 2011).
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insufficient to state a claim for relief in this case. Rather, the University must —but does not —

adequately plead that St. Jude has used improper means.

While Trau-Med acknowledged that "a precise, all-encompassing definition of the term

`improper' [as in "improper means"] is neither possible nor helpful," it did give examples of

improper means including "those means that are illegal or independently tortious, such as

violations of statutes, regulations, or recognized common-law rules, violence, threats or

intimidation, bribery, unfounded litigation, fraud, misrepresentation or deceit, defamation,

duress, undue influence, misuse of inside or confidential information, or breach of a fiduciary

relationship." 71 S.W.3d at 701 n.5 (internal citations omitted). Far from alleging anything

approaching violence, threats, or bribery, the only means alleged in the University's Complaint

was the entirely lawful filing of the First Action. Amended Complaint ¶ 37. Absent such

allegations, the University must plead facts to establish that the First Action was "unfounded."

It has failed to do so.

3. The University's Complaint Pleads Insufficient Facts To State A
Claim For Tortious Interference

Federal Rule of Civil Procedure 8 requires a plaintiff to plead a "short and plain

statement of the claim showing that the pleader is entitled to relief." Fed. R. Civ. P. 8(a)(2). As

interpreted by our Court of Appeals and the Supreme Court, the rule "requires showing ̀ more

than a sheer possibility that a defendant has acted unlawfully."' Burtch v. Milberg FactoYS, Inc.,

662 F.3d 212, 221 (3d Cir. 2011) (quoting AshcYOft v. Iqbal, 556 U.S. 662, 678 (2009)). Rather,

the complaint must allege "enough facts to state a claim to relief that is plausible on its face."

Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007). In Iqbal, the Supreme Court made clear

that, for purposes of deciding a motion to dismiss, allegations that are "no more than conclusions

[] are not entitled to the assumption of truth." 556 U.S. at 679. Put another way, "the tenet that

a court must accept as true all of the allegations contained in a complaint is inapplicable to legal
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conclusions." 556 U.S. at 678; see also Haines & Kibblehouse, Inc. v. Balfour Beatty Const~,

Inc., 789 F. Supp. 2d 622, 628 n.6 (E.D. Pa. 2011) (Dalzell, J.) ("[A]lthough a court must accept

as true the factual allegations in a complaint, this does not extend to legal conclusions.").

St. Jude's 85-paragraph Complaint in the First Action alleges multiple, specific breaches

of the MTAs, e.g., St. Jude's Complaint ¶¶ 49, 55, 62, 63. Nowhere does the University's

Complaint allege objective facts demonstrating that St. Jude's allegations are groundless and

improper. Instead, the University sweepingly alleges, "[u]pon information and belief, St. Jude is

aware that the University has not committed any material breach of the Agreements." Amended

Complaint ¶ 44. This is just the kind of conclusory allegation that is not entitled to the

"assumption of truth." As our Court of Appeals found in Howard Hess Dental Laboratories Inc.

v. Dentsply International, Inc., 602 F.3d 237, 255 (3d Cir. 2010), where, as here, knowledge is

an element of plaintiff's cause of action, "to survive dismissal it does not suffice to simply say

that the defendants had knowledge; there must be factual allegations to plausibly suggest as

much." See also Hoffman v. L & MArts, 774 F. Supp. 2d 826, 846 (N.D. Tex. 2011) ("It is not

enough to allege that a defendant had ̀ knowledge' of a contract or ̀ intentionally' interfered

because this is nothing more than a recital of some of the required elements for a claim of

tortious interference with contract."); Perez-Gonzalez v. Municipality ofAnasco, 769 F. Supp. 2d

52, 61 (D.P.R. 2010) ("The mere allegation that a defendant knew of plaintiff s political

affiliation, without providing facts as to the source of that knowledge, is insufficient to satisfy

plaintiffs burden."); United States v. Lloyds TSB Bank PLC, 639 F. Supp. 2d 326, 343 (S.D.N.Y.

2009); In re Section 1031 Exch. Litig., 716 F. Supp. 2d 415, 423-24 (D.S.C. 2010).

For the same reasons that the University has failed to allege facts sufficient to establish

that the First Action is sham litigation exempt from Noerr-Pennington, see pp. 18-24, supra, the

allegations of the Amended Complaint fail to establish that St. Jude lacked a proper basis to file

the First Action. Nothing in the Amended Complaint addresses or negates a number of detailed
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allegations_ in the First Action of the University's breach of the MTAs. For example, the

Amended Complaint is silent on the substance of St. Jude's allegations that: (i) the University

failed to seek the approvals and provide the notifications required in the MTAs, id. ¶¶ 49, 55, 62,

63; or (ii) the University failed to provide the acknowledgements required by the MTAs, id.

¶¶ 49, 57. These allegations of St. Jude's Complaint are objective, specific, and unanswered by

the University. The University's threadbare conclusions, which are not entitled to an assumption

of truth on this Rule 12 motion, simply do not pass muster as allegations of "improper means"

and are insufficient to state a claim to relief that is "plausible on its face." Count I of the

University's Complaint should be dismissed.

4. The University's Tortious Interference Claim Is Premature As A
Matter Of Law Because The University Has Not Defeated St. Jude's
Claims In The First Action

The Tennessee Supreme Court has recognized that the principal way for a plaintiff to

establish the "improper means" element of a tortious interference claim is to demonstrate that the

means used were "illegal or independently tortious." Trau-Med, 71 S.W.3d. at 701 n.5. Among

the examples given by the court of means that may be "illegal or independently tortious" is

"unfounded litigation." Id.; see also id. at 700 (citing with approval the Oregon Supreme

Court's holding that "a claim is made when ̀interference resulting in injury to another is

wrongful by some measure beyond the fact of the interference itself" (quoting Top Serv. Body

Shop, Inc. v. Allstate Ins. Co., 582 P.2d 1365, 1371 (Or. 1978))). The predicate conduct for a

tortious interference claim must be independently wrongful on some basis beyond the fact of the

interference itself.

Both Tennessee and Pennsylvania law require that before a claim for the "independently

tortious" bringing of litigation (i. e., a claim for malicious prosecution or abuse of process) is

ripe, the underlying claim must have been terminated in favor of the plaintiff. See, e.g., Roberts

v. Fed. Express Corp., 842 S.W.2d 246, 247-48 (Tenn. 1992) ("In order to establish the essential
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elements of malicious prosecution, a plaintiff must prove that ...the prior action was finally

terminated in plaintiffs favor."); 42 Pa. C.S.A. 8351 (a)(2) (requiring as an element of wrongful

use of civil proceedings that "the proceedings have terminated in favor of the person against

whom they are brought"). Because the First Action cannot be "illegal or independently tortious"

absent a resolution of the claims in the University's favor, any tortious interference claim axising

from the First Action is not ripe.

Courts in both Tennessee and Pennsylvania have assumed that resolution of the

underlying litigation in favor of the tort plaintiff is a necessary precursor to an action alleging the

tortious filing of a complaint. Applying Tennessee law, a Tennessee federal court observed

"Mere common sense teaches us that if a frivolous or malicious suit is to be considered tortious,

there must be some sort of judgment on the merits disposing of that suit. To hold otherwise

might deter plaintiffs from filing meritorious actions." Nichols v. Merrill Lynch, Pierce, Fenner

& Smith, 706 F. Supp. 1309, 1328 (M.D. Tenn. 1989). This Court has similarly observed that

allowing such a claim prior to resolution of the allegedly tortious action would permit an "`end

run' around the policy and ripeness considerations mandating that an underlying action terminate

before a wrongful use of process claim ensues." Univ. Patents, Inc. v. Kligman, No. 89-3525,

1990 WL 29668, at * 1 (E.D. Pa. Mar. 16, 1990).

This lawsuit is the University's flawed attempt at such an "end run." Inescapably, the

University's charge that St. Jude's filing of the First Action was a tort depends on the University

defeating that action and must await its outcome. If St. Jude prevails, the University's claim that

the First Action was baseless and malicious will have been decided against it. The University's

tortious interference claim should be dismissed.
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Dated: September 24, 2012

HANGLEY ARONCHICK SEGAL PUDLIN
& SCHILLER
Daniel Segal

FOLEY & LARDNER LLP
Alan E. Friedman (pro hac vice pending)

By: /s/Daniel Segal
Daniel Segal (Attorney ID No. 26218)

One Logan Square, 27th Floor
Philadelphia, PA 19103
(215) 496-7003
dsegal@hangley. com

Attorneys for Defendant
St. Jude Children's Research Hospital, Inc.
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